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FOB THE DISTRICT OF COLUMBIiA, 


No. 8758 


JAMCS HEDDON’S SONS, Dowagiac, Michigan, 

AppeUcmt, 

vs. i 

I 

CONWAY P. COE, Commissioner of Patjents, 
Washington, D. C., j 

I Appellee, 

I 
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Appeal from the District Court of the United States for 

the District of Columbia. | 
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I 

BRIEF FOR APPELLANT, JAMES HEDDON^S SONS. 


Jurisdiction. 

James Heddon’s Sons, the Appellant here, fil^d in the 
United States District Court for the District of ^lumbia, 
a complaint (App. 1)* against Conway P. Coe, i Commis¬ 
sioner of Patents, basing its action on Sec. 4^15 B. S. 
(U.S.C., Title 35, Sec. 63). From a final judgment (App. 
27) dismissing its complaint the Appellant has | now ap- 

* The entire record which is contained in an appendix herejto is desig* 
nated throughout this brief as ‘^App.^ 
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pealed to this Court For convenience, Appellant will here¬ 
inafter sometimes be referred to as “Heddon,’’ its exhibits 
being designated uniformly as “Plaintiff’s/’ 

Statement of Case. 

In this action Heddon is seeking an adjudication of regis¬ 
trability of a certain trade-mark. Its application for regis¬ 
tration (Ex. L)* which was filed July 16, 1939, was ini¬ 
tially rejected by the Primary Examiner in the Patent 
Office, and then, upon further consideration, was approved 
for registration (Ex. I). 

The trade-mark in question is a fanciful symbol or pic¬ 
ture. It is difficult to describe in words. Here is what it 
looks like (the wording is to be disregarded): 

Heddon*SHOREHMlNNOW' 

jambs HEOOOirS SONS DoKMvIi^MkK 


For want of a better term this mark has occasionally been 
called a “herringbone”, and will so be referred to at times 
throughout this brief. Unless otherwise specified, refer¬ 
ence to “the mark” will also mean the herringbone trade¬ 
mark which is here in issue. 

The mark was adopted in January of 1934 by Heddon 
in connection with its fish baits. It has been applied to 


* The PlaintilTs exhibits are designated by letters, running from A to H, 
whereas the Defendant’s exhibits are numbered from 1 to 4 inclusive. 
Throughout this brief the exhibits will accordingly be referred to by letter 
or by number without further identification. Wherever there is reference 
to the testimony in the Opposition ease (Millsite vs. Heddon) or in the 
Detroit suit (Heddon vs. Millsite) the place (for example, page 10) will 
be identified as 

4*10 (meaning Defendant’s Exhibit 4, Millsite Beeord in Opposition) 
E-10 (meaning Plaintiff’s Exhibit E, Beeord in Detroit suit) 

M-10 (meaning Plaintiff’s Exhibit M, Heddon Beeord in Opposition) 
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many of Heddon’s various kinds of baits and also to the 
boxes in which these baits are individually contained. As 
described in Heddon^s application for registration, “The 
trade-mark is applied or affixed directly to the boxes in 
which the lures are contained and in other manners custom¬ 
ary in the trade(Ex. L). 


After approval of the mark for registration, publica¬ 
tion took place in the Official Gazette in accordance with 
usual practice. An Opposition was thereupojn filed by 
Millsite Steel and Wire Works, Inc., based principally 
on the ground that the mark is merely a supulation of 
the ribs of a fish and is incapable of functioning ps a trade¬ 
mark. Proofs were then taken, and a hearing was had 
before the Examiner of Interferences who sustained the 
Opposition (Ex. 1), holding that the mark seryes a utili¬ 
tarian purpose and is deemed to be a device jwithin the 
meaning of the descriptive clause of Sec. 5 of ithe trade- 
naark Act of February 20, 1905. The clause ifi question 
provides that trade-marks shall not be registeijed if they 
consist “merely in words or devices which are (Jescriptive 
of the goods with which they are used.” 'i 


From this adverse decision Heddon took an j appeal to 
the Commissioner of Patents who dismissed tlie Opposi¬ 
tion, on a technical ground, but upheld the Exammer in his 
finding that the mark serves a utilitarian purj^se. The 
Commissioner also concluded that the mark “<|onstitutes 
an essential element of at least a part of the lure^ to which 
it is affixed” (Ex. 1), Beyond question such la specific 
holding is erroneous and without support in the 'record, as 
we propose to show hereinafter. 


In the proceeding before the lower Court a tri^l de novo 
was had. The record here includes the testimony that was 
taken in the Opposition proceeding in the Patent Office, 


i 

i 


I 


I 

I 
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also much additional evidence. It is on the basis of this 
fuller and more complete record that this Court is urged 
to find for Heddon even though it requires disagreement 
with the views of the Examiner of Interferences, of the 
Commissioner, and of the lower court. 

While the Opposition was under way Heddon was also 
maintaining a suit against the Millsite Company in the 
United States District Court at Detroit, Michigan. In this 
suit Heddon charged infringement of certain patents, of 
certain rostered trade-marks, and unfair competition. 
The trial took place before Judge Arthur J. Tuttle, com¬ 
mencing July 15,1940, and continued for nearly three weeks. 
A host of witnesses testified before him, much of their evi¬ 
dence being reproduced in extenso in the printed transcript 
of record which has been introduced into this case as 
Exhibit K. 

Judge Tuttle ^s decision, which was reported in 35 Fed. 
Supp. 169, is in sharp disagreement with those of the Ex¬ 
aminer of Interferences and of the Commissioner on the 
point of supposed utility or functionality of Plaintiff’s 
mark. Judge Tuttle, who is himself a life-long fisherman, 
and who had the opportunity of observing on the stand 
numerous fisherman witnesses whom he examined at length, 
concluded that the mark ‘‘is worthless so far as function 
is concerned.” While Judge Tuttle dismissed Heddon’s 
suit, his finding concerning lack of functionality stands 
without qualification, and the Circuit Court of Appeals, 
which sustained Judge Tuttle’s decision, did not question 
his conclusion in this respect. 

Up to the time of filing this suit, the judicial opinions 
were evenly divided. The Primary Examiner approved 
the mark for registration, which means that he was not 
impressed with any alleged descriptiveness or function¬ 
ality such as has been charged against it Judge Tuttle 
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rcuched the same conclusion. The Examiner of Interfer¬ 
ences and ihe Commissioner, however, reached an 'opposite 
conclusion, based, however, on a record which is different 
from that which is present in this case. In siding jwith the, 
Commissioner the trial judge disregarded the weight of 
the evidence, as we propose to point out in this briif. 

j 

In contending that the-mark'is not descriptive, jHeddon 
here relies, upon the evidence which was adduce4 in the 
Opposition proceeding: (Exhibits,K and 3) plus muich addi¬ 
tional, evidence which has-been introduced herein pursu¬ 
ant, to two stipulations of May 22 and June 4, 1943, con-, 
tained principally, in the printed transcript of recoi[d, Hed-. 
don vs. Millsite, ExhibitiK. In addition, there are eight: 
exhibits (catalogs, state registrations, added publi^tions, 
etc.) which were newlyi offered. In the face of ill such 
evidence, and particularly the searching examination con-. 
ducted by Judge. Tuttle of the many witnesses wh|o testi¬ 
fied before him, we submit that the evidence supports a 
finding contrary to that which was reached by tjhe Exr. 
aminer of Interferences, by the Commissioner of I^atents,. 
and also by the trial court. In these circumstances i^ would 
be proper for this court to correct the action of th^ Com- ■ 
missioner and the trial judge by a decree finding t^t the - 
mark is proper for registration. i 


Statement, of Points. i 

I 

The points relied upon as error in the findings aild con¬ 
clusions of the trial judge may be summed up thus|: 

The mark as applied Plaintiff‘8 baits has supposedly 

(a) resulted in increased sales (Finding No. 9-1-App. 

26) I 

(b) failed to indicate origin of the baits (Findiiig No. 

10—App. 26) I 


1 

1 
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(c) formed a useful part of the baits (Finding No. 10— 
App. 26), 

wherefore the Court has held the Plaintiff is not entitled 
to registration of the mark. With these findings and con¬ 
clusion we emphatically disagree. 

Summary of Argument. 

Heddon proposes to show, in the ensuing discussion, 
that the art of fishing is an unpredictable sport whose fas¬ 
cination lies largely in its uncertainties; that because the 
psychology of a fish is still an unknown thing, it is impos¬ 
sible to evaluate the factors which suppossedly make a 
bait attractive to a fish; that the experience of sportsmen 
suggests bait movement or action to be of major impor¬ 
tance, whereas colors or markings are of minor importance; 
that the Heddon mark is not discernible to a fish in any 
such way as to attract; that the mark in controversy is not 
in similitude of a fish skeleton, but at most was inspired 
thereby, and as used by Heddon has been symmetricallized 
and otherwise made arbitrary; that the mark is both or¬ 
namental and a badge or symbol of Heddon manufacture; 
that the mark is featured on a wide line of Heddon baits 
many of which are utterly lacking in any resemblance to 
a water animal or to any animal having a vertabrae; and 
that presence of the mark on Heddon baits has never served 
any useful purpose (other than to denote origin) nor has 
it enhanced their sales in any degree. 


At this point Heddon *s argument follows m extenso. 


1 
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The Mark Applied to Plaintiff’s Bait Bo^es. 

Plaintiff’s Exhibit F is a box used for contaiiiing a sin¬ 
gle bait The mark is displayed upon the end panel of 
this box, this being one customary manner (If its nse. 
When so displayed, this is the mark: | 



Heddon'’SHORE'MlNNOv/ 


JAMES MEDOOWS SONS 

i 

j 

In this presentation the mark is manifestly ndeaningless 
and without significance. Even the Commissioner inti¬ 
mated that such a use might be unobjectionabie, saying, 
**If used strictly as a trade-mark, I am not at alf sure that 
the mark may properly be held to be descriptivfe of appli¬ 
cant’s goods” (Ex. 1). I 

That the mark per se should qualify for re^stration is 
also indicated by the fact that the states of Illinlois, Michi¬ 
gan and Minnesota have granted registrations jo Heddon 
(Exhibits C, D and E). As stated at the outsetj the mark 
baffles any verbal description, consequently itj has been 
variously described as a herringbone, as a bony | structure, 
as a double-edged comb, etc. The Commissioner adopted 
the language of the Examiner of Interferences, Vho called 
it ‘*a design consisting of a series of thick, parallel, curved 
lines of gradually increasing length bisected b^ a heavy 
radial line.” It is apparent that the symbol |)r picture 
which is entirely fanciful registers differently in |the minds 
of those who have sought to describe it. We mention this 
because the mark is to be judged by what it is ajnd not by 
any words which may have been chosen in th^ effort to 
describe it. I 


I 
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It is established beyond question, we believe, that the 
mark is entirely meaningless as displayed upon bait boxes 
of which Exhibit F is an example, also that it meets all 
the requirements of a true trade-mark in that it serves 
to identify Heddon's goods. These contentions on the 
part of Heddon have never been contradicted. So we close 
this point of our -argument with the assertion that the mark 
is one which can be, and is, wholly arbitrary amd unthout 
significance, at least when displayed upon boxes for lures. 

The Mark Applied Directly to Heddon’s Baits. 

It would be illogical, indeed, if a mark, which can qualify 
for registration so long as applied to a bait box should 
upon transference directly to a baity become endowed with 
descriptive significance sufficient to transform its whole 
character. It should require a most convincing showing to 
establish any such likeness to a chameleon. Before going 
further, it may be well to consider the nature of Heddon *s 
bait products to which the mark has been applied. Exam¬ 
ples of these are found in Exhibit J-10. 

Types of Baits.- 

The various baits comprised in the exhibits are of four 
kinds or type—at least they would be so recognized by the 
average fisherman. There are the plug casting baits, such 
as the Punkin Seed, King Basser, Heddon Vamp, River- 
Bunt, etc.; then there is the Crazy Crawler which is a 
monstrous looking affair having a pair of s-winging arms 
at the front; there are also some small fly rod lures, such 
as the Wilder-Dilg and River-Runtie; and finally there is 
plate-like piece of hardware kno-wn as a “spoon*’ bait. 

For the moment we digress to comment upon the gro¬ 
tesque, outlandish and unreal character of the baits with 
which the American public has been accustomed to fish. 
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It is a reflection upon the intelligence of fishermen to as¬ 
sert that any are intended to simulate at all cicely a fish 
or any other water animal. Eessler says (it-145) that 
“eighty-five per cent of our baits resemble nc^thing that 
a fish eats normally’’; and Judge Tuttle repeatedly ex¬ 
pressed the view that he wouldn’t have to be at all bright 
to produce a thing that would look more “li^e a shore 
minnow than aything you have on the board i’ (K-206). 
Casting plugs are indeed very poor imitations Of anything 
in the water, if we accept Judge Tuttle’s outsj^ken com¬ 
ments. The Crazy Crawler is a sort of bug j type bait, 
according to Wooster, and such baits do notj have any 
interior bone structure or vertebrae (M-16, 17). The fly 
rod baits carry the mark because they serve ^o identify 
these baits as a Heddon product (M-16), yetj bugs are 
lacking in any interior bone structure or vertebrae. Ap¬ 
plication of the mark to such baits is therefor^ meaning¬ 
less, and any attempt to read descriptiveness oif function¬ 
ality into the mark so placed requires both ii^agination 
and disregard of the facts of nature. I 

I 

Even more senseless is the application to the ^poon bait 
of such a mark if it be endowed with any property of de¬ 
scriptiveness. It is inconceivable that a human b^ing, much 
less a fish, would ever regard the mark upon ^ piece of 
hardware, in the form of a plate, as depicting ^ny simu¬ 
lation of a bony structure for a fish or any marine ani¬ 
mal. The absurdity of the contention that th^ mark is 
descriptive, or has utility, is thus entirely appaifent when 
considered in relation to Heddon’s spoon baits. | It is too 
plain for words that the presence of the mark on jthat type 
of bait, also on the various bugs and fly rod baits,! can have 
no purpose other than identifying such produ<;ts as of 
Heddon manufacture. 


i 
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still Fishing vs. Bait Casting. 

To the experienced fisherman, “still fishing^’ has little 
or nothing in common with bait casting. One should not 
be confused with the other. In a determination of the issue 
here presented, the distinction between the two should be 
kept clearly in mind at all times. We are prompted to 
discuss this point at the outset because of certain miscon¬ 
ceptions of the Defendant as indicated in its brief filed 
with the trial judge. Beferring to Judge Tuttle’s com¬ 
ment that “In still fishing, the fish sees the bait,” the 
Defendant advanced the reasoning “that if the bait were 
moved slowly or were at rest the fish might see it dis¬ 
tinctly and be attracted to it,” noting in this connection 
that Judge Tuttle’s “conclusions are based on the assumx)- 
tion that the bait is so moved that the fish does not see it 
distinctly.” 

The significance of this statement by Defendant’s coun¬ 
sel is the revelation of a complete lack of perception of the 
difference between “still fishing” on the one hand and 
“bait casting” on the other. We are amazed that there 
should ever have been any question or doubt on this point. 

Judge Tuttle considered the Plaintiff’s baits only from 
the standpoint of baits that are in motion, varying per¬ 
haps from slow to fast, during substantially the entire 
retrieving period, and obviously was correct in this as¬ 
sumption. That he was fully aware of the difference be¬ 
tween still fishing where the bait is at rest and casting or 
trolling where the bait is in motion substantially continu¬ 
ously, is evidenced by his dissertation on this point as 
follows (K 631,632): 

“The error has run through the years that artificial 
baits can be made in stripes, colors and markings that 
will fool the big fish into thinking they are real, na¬ 
tural, living creatures of a particular kind especially 
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i 

pleasing to the taste of big fish. It is a natjiral error 
and probably arises from ‘still fishing’, ^ince most 
people begin to fish with still fishing. Thijs consists 
in using either a live bait or something thai has been 
alive, and does not move rapidly through thei water. 

“In still fishing, the fish sees the bait, he iiay smell 
of it, he may feel of it with his nose, and he inay taste 
of it, because we know that in still fishing there is 
often a nibble before the bite. In still fishing, there is 
plenty of time for the big fish to reach a deciisionu 
“Out of that grows the erroneous idea tihat these 
hardware baits, these artificial lures that ^xe manu¬ 
factured out of material that cannot be ejiten, will 
work in the same way, but they do not. It requires 
nothing but a little common sense to kno^v^ that the 
fish doesn’t taste of an artificial bait or he wpuld never 
take it. He does not smell of it or he wojild never 
take it. He does not taste it or feel it, and'we know 
that he does not see it clearly before the ‘^trike’ or 
he would never take it. ! 

“If he did taste, smell, feel or see distinctly the 
artificial bait and had any discretion at alii the fish 
would never bite any artifiicial bait yet mad^. These 
artificial baits are not made for still jibing. They are 
made for movement, for trolling, for oastingi and for 
that sort of use where the fish sees the movement and 
thinks there is life, and that is all there is tol it. The 
proof in this case is all one way, namely thaj: the fish 
<loes not see the details of the marking on thei artificial 
bait.” I 

We advert to this attempted distortion of Judge Tuttle’s 
views to the effect that they “are based on the j assump¬ 
tion that the bait is so moved that the fish does liot see it 
(the bait) distinctly, since he states that ‘In still fishing, 
the fish sees the bait’ ”, because the conclusions bf Judge 
Tuttle were obviously based on facts, viz.,, that baits 
here mvoVved have rio place in still fishmg, that they a/re 
instead casting baits which are characterized essentially 
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by motion, and that the distincUon between these two types 
of baits is recognized by fishermen everywhere. 

Movement a Most Important ^t Factor. 

The evidence is overwhehning that action or movement 
is the thing that is most important in a fish bait Color 
may also have some importance, principally because it 
is assumed that thereby the bait will more readily be 
noticed. A fish must first see the bait before any action 
can be noticed, as Judge Tuttle has so aptly observed 
(K.632). 

Markings upon the bait are of little or no importance. 
They add to eye appeal the same as any other attractive 
decoration. In the same way that any manufacturer 
dresses up his product to be attractive in appearance, fish 
baits are ornamental to enhance their presentability. It 
is doubtful if any feature of decoration more than any 
other can have any utility or value, unless possibly such 
feature is heavily colored and extends over a wide area 
of the bait surface. In that case the feature would qualify 
primarily as a color for the bait, not as a marking or 
decoration therefor. 

Mark Is Without Function or Utility. 

The weight of the evidence is all to the effect that the 
mark has no value or function. On this point Jacobs, when 
asked if he would say that the mark would aid in catch¬ 
ing fish, replied “No, I would not” (K-141). Ressler was 
equally positive in his opinion as to the various factors 
which contribute to the luring properties of a bait, for 
he thus testified (K-144): 

“Q. Mr. Ressler, have you had any considerable 
amount of experience as a fisherman? 

“A. I have fished all my life. 

“Q. Have you fished with various kinds of baits 
and lures! 
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I have practically always casted. | 

“Q. That is a favorite recreation of yo^rs? 

“A. That is my only sport. | 

Well, now, I wish you would statej what you 
consider to be the various factors involvied in the 
luring properties of a bait, giving your viws as to 
impoiiance of the different factors in the luring and 
catching of fish. | 

“A. Well, in my opinion, there is only one thing 
to catch fish, and this is action; color, not mJeh; mark¬ 
ings, I don’t think any. I 

“By the Court: What was that last? j 
“A. I said action was the first. j 

“By the Court: You mean movement? 1 
“A. Yes, movement; color, very little; and I don’t 
believe markings any. I believe markings axe the 
human element, to sell them first to a man, tp get him 
to use them. 1 

“Q. That is the opinion you have arrivep at after 
years of experience as a fisherman, is it? | 

“A. Trying out baits and fishing. 

“By the Court: In other words, you think these 
old baits catch fish just as good as the new baits? 

“A. If they have anywhere near the san^e action, 
yes. I 

“By the Court: Well, there is that ol^ one I 
brought down here the other day; it has got that 
little spinner on, and throwing it through the I water,— 
“A. If the bait has a side action, it will citch just 
as many fish as if we gold plated it, I believe.' 

“By the Court: Yes.” i 


A principal competitor of Heddon is the Creek Chub 
Bait Comxmny with which Davenport has long b^n con¬ 
nected so that his opinions are entitled to more thpn usual 
respect On this same point Davenport thus testifeed (M- 
48, 49): I 


“Q37. What is your opinion as to the fishlgetting 
quality of that mark, in and of itself? I 

“A. I don’t think it amounts to anything. | 


I 

1 

1 
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i 
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Q38. There is considerable divergence of opinion, 
is there not, as to what factors aid or assist in catch¬ 
ing fish? 

“A. I think every fisherman has his own ideas. 

Q39. Would you say that a natural-appearing bait, 
that is a bait having something of the characteristics 
of a live fish, is an aid in catching fish? 

“A. I not only think so, but experience proves it 
to be so. The natural scale fish lures as manufac¬ 
tured by the Creek Chub Bait Company hold more 
world records than any bait ever made, which would 
substantiate my theory that the more natural the ap- 
X)earance compared with an actual living minnow, the 
better the results obtained. 

“Q40. In your opinion does the mark in question, 
applied to a bait, duplicate the appearance of a live 
fish? 

‘‘A. No. 

“Q41. What appeal would you say that mark has? 

“A. To what? 

“Q42. What appeal would you say it had? 

“A. Applied to what, to a fish? 

“Q43. To anyone. 

“A- Well, the mark, in connection with advertis¬ 
ing behind it, might have some fisherman appeal I 
don’t think it would have any to a fish.^* 

And again, when testifying in open court, Davenport thus 
expressed himself before Judge Tuttle (-190, 191): 

“Q. Well, what is your opinion regarding the fish- 
luring effect or qualities of a particular mark on the 
surface of a bait? Do you consider that as a matter 
of supreme importance? 

‘*A. In that particular mark, would you include 
a scale finish in tiiat particular mark, or do you mean 
something similar to this marking here? 

“Q. Well; confine the question rather closely to a 
mark of the general character shown on the boardj 
Exhibit 47 here. 

“A. Your Honor, if I express myself on that, you 
asked me what I called it, and I said I called it silly. 


I never yet saw a minnow of any kind with a skeleton 
on its outside. | 

“By the Court: Well, anyway, the fish can’t read, 
isn’t that about the size of it? ! 

“A. I don’t know, your Honor, whether ^ fish can 
read or not | 

“By the Court: You have never found ailanguage 
which they speak, anyway, have you? j 

“A- Once in a while I am able to coaxja few of 
them. j 

“By the Court: But it isn’t because of Iwhat you 
write on your bait, they don’t care a cent what you 
write on ttiere, do they? ! 

“A. No. 

• • • j 

“Q. Well, you stated that the Creek Cjhub Bait 
Company had never used any mark of this Character, 
that is, the Shore Minnow mark, on any of iheir own 
baits. Do you consider that they have be^n handi¬ 
capped in the fish-luring qualities of the ha 
absence of such markings? j 

“A. I do not, and that statement is borpe out by 
the fact that the Creek Chub Bait Company holds 
more records for big fish than any other bait ever 
made.” j 

Wooster, who is one of Heddon’s officers, is also qualified 
by many years of experience in the manufacture and sale 
of fishing baits to express an opinion. This he has done 
as follows (M-20): j 

“Q86. Would you say, in your opinion, the mark 
here in question is any more effective, than fliny other 
conspicuous figure or pattern upon the sid^ of bait, 
would be in the luring of fish? ! 

“A. No. j 

“Q87. What would say is the reason ^ny mark 
upon bait helps to attract fish? 

“A. Principally it enables fish to see the bait, if 
it could not see it it would not hit it. | 

“Q88. What in your opinion is the relati^f’e impor- 
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tanoe of the action of bait in the water as compared 
to its coloration? 

“A. I think it is of more imxwrtancei 
*‘Q89. What in yonr opinion is the relative im¬ 
portance of the coloration of bait as compared with 
the marking? 

The coloration is more important than the 
markings in Inring fish.” 

Wooster also expressed agreement with the views of Miss 
Gertrude Marean White of the United States Bureau of 
fisheries whose statement appearing in Esquire, April, 
1940 (Plaintiff’s Exhibit 1-14), was thus summed up: 
“She arrives at the conclusion that patterns don’t make 
much.difference in the search by these fish for food; that 
it’s *the perception of color and movement’ that are most 
important’ ” (M-21). Wooster’s views are not opinions 
based on conjecture, but have been arrived at through 
years of continuous experience in the fishing tackle field. 

On cross-examination, Wooster was pressed for a cate¬ 
gorical evaluation of the various factors which make for 
an effective bait, stating in this connection (M-28), “As 
testified before, the type of bait; the motion and color 
are even more important than the markings on the bait.” 
When asked if Heddon put out baits having the same 
motion, some with and some without the mark, he stated 
that was so, also that various combinations of colors were 
used OB. each of such baits (M-28). Wooster also made it 
clear that there was no difference in price or quality be¬ 
tween like baits having the mark and those without (M-30), 
that the mark did hot affect the fish-getting quality of 
the bait, but that the most important features were action 
and color (M-30), and he put forth as an example of how 
impossible it is to ascribe any value to the mark by point¬ 
ing out that “we* have a very popular color which is com¬ 
mon in all baits, by the way, of a white body with a red 



head and we also have a red and white combination Shore- 
Minnow which is far outsold by the plain whitje body with 
the red head,^’ adding that *Hhat white body ivith the red 
head is one of the best selling baits and it inj no way re¬ 
sembles any kind of a fish and it is popular [in all types 
of baits(M-29). 1 

• I _ 

One must not make the mistake of attempti]|ig to evalu¬ 
ate the mark per se .. It is not the kind of a thing whose 
utility^ if any, can ever be measured. . The many factors 
which together make a lure effective cannot bfe appraised 
separately. One reason for this is the ever-t>resent un¬ 
certainty which always attends the sport of fis^iing, and is 
largely responsible for the fascination which it holds for 

I 

those engaged in it. 1 ‘ 

I 

Repeated efforts were made, on cross-examination, to 


pin Wooster down to some definite statement i concerning 
‘‘whether the herringbone pattern on the sidesiof the bait 
affects the fish-getting quality of the bait on -^hich it ap¬ 
pears’^ (M-31). After stating again that th^ most im¬ 
portant features are action and color, the marMngs being 
of secondary importance, Wooster went on to s^y (M-32): 

“Well, that involves so many factors;:it involves 
all fishing conditions and you cannot isolate one fac¬ 
tor and say, ‘Now this is what catches the fish’; there 
is a matter of dark waters and dark dayjs and sea¬ 
sons and all that sort of thing that go into it, bnt 
primarily as to the fish-getting qualities, the most im¬ 
portant one is to have a bait that attracts ush so that 
they can see it. Now that takes action arid it takes 
color, as previously stated and when you take a small 
factor and say, ‘It is this that catches th^i fish,’ one 
man’s opinion is just as good as another. 

XQ166. Well, I am trying to get your ipinion on 

it. I 

“A. In my opinion I would not say therje was any 
of our colors or markings that we have i^i our line 
that did not catch fish.” I 
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If there is to be any judicial finding of fnnctionjality or 
utility in the mark, then evidence which clearly snpports 
such a conclusion should be at hand. No one who has 
testified so far has undertaken any appraisal of the mark, 
per se, for the very good reason, as we believe, that it is 
not susceptible of any evaluation as a separate entity, 
nor is there anything of record to indicate whether or not 
the mark in any particular form is more effective than 
in any of the other forms of which several are shown in 
Exhibit J-10. On top of this the record is silent as to 
what color, or combinations of colors, if any, contribute 
in any way to effectiveness of the mark. 

It seems strange and inexplicable that the mark, if it is 
descriptive in any degree, is apparently so to an equal 
extent regardless of the color in which it is displayed, or 
of the color background on which it appears, or the form 
or design in which it is presented. Starting with the spoon 
bait on which it is inconceivable the mark should have any 
value, we find the mark applied upon a line of bug and 
fly rod baits, and upon plug casting baits, and also upon 
the end panels of boxes in which each of these baits is 
individually contained. Somewhere along the line it should 
be possible to particularize as to a color, or form, or type 
of bait on which the mark becomes descriptive or has 
utility—that is, if the mark is descriptive or useful in any 
degree. No such attempt has ever been made and, of 
course, none could succeed. 

Judge Tuttle, who took an active hand in the examina¬ 
tion of the witnesses, expressed himself freely on the point 
of the inconsequential value of any of the markings ap¬ 
plied to the exterior of a bait, stating in his decision: 

“• • • These artifiicial baits are not made for still 
fishing. They are made for movement, for trolling, 
for casting, and for that sort of use where the fish 
sees the movement and thinks there is life, and that 
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is all there is to it. The proof in this easel is all one 
wav, namely that the fish does not see the idetails of 
the marking: on the artificial bait. | 

“All that color has to do with it is to i^ermit the 
fish to see movement. He associates movejnent with 
something: that he can eat, and if he is hnngry he 
darts for the moving object | 

“Therefore, these little markinsrs on th 0 artificial 
bait, whether -a herringbone or something! else, are 
worthless, so far as the function is concerned, but 
they have furnished a fertile field for yea^ for the 
manufacturers of artificial baits” (K-632).j 

It is worthy of note that Judge Tuttle found jthis to be 

j I 

the fact as the result of experience on the part of those 
who have acquired an extensive familiarity with the art 
of fishing. Many years of such experience have Established 
a foundation for certain deductions which Judge Tuttle 
had no hesitation in adopting as correct, and presumably 
they are in line with his own extensive experieiice in this 
field. So we say that the evidence on the point that “these 
little markings • • • are worthless, so far as the func¬ 
tion is concerned” (K-632), stands virtually uncritradicted, 
such was the conclusion of Judge Tuttle, and his finding 
to this effect is entitled to the fullest respec^t by this 
Court. I 

I 

I 

Natural Feature Not Simulated. | 

The Examiner of Interferences and the Conunissioner 

j 

both reasoned that the mark was in simulation, or intended 
so to be, of a natural feature of a minnow. To arrive at this 
conclusion one must close his eyes to the unrealj fantastic 
and grotesque form and appearance of the baits them¬ 
selves. Ressler testified that at least eighty-fivd per cent 
of all artificial baits resembled nothing in natur^, and the 
Court should have no difficulty in accepting this statement 
as conservative. That this is so is apparent froijn the bol- 


i 

I 


I 
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ored illustrations of the many baits, presented as repre¬ 
sentative offerings to the American public, found on pages 
20-25 of Collier’s for April 5, 1941 (Plaintiff’s Exhibit 

G). 

As to the desirability of having a bait simulate the ap¬ 
pearance of a minnow, there are apparently two schools 
of thought. One is represented by Davenport, of the Creek 
Chub Bait Company, who holds that a bait, if presenting 
a natural appearance, will i)erform better in catching fish. 
The statements in his company’s catalog (Plaintiff’s Ex¬ 
hibit H) on pages 2, 3 and 8 bear out this view. On the 
other hand, the Creek Chub baits illustrated in this cata¬ 
log are plainly poor imitations of any natural thing. 

Heddon holds to a contrary theory, based upon its many 
years of experience in this same field. Wooster gives it as 
his view that a bait which shows a wide departure from 
the natural appearance, will attract better because it is 
more easily seen in the water (M-22), and that there has 
not been *‘an attempt to follow nature in any respect, but 
to make a striking, pretty decorative effect on the bait, for 
counter appeal” (K-274). Baits which simulate as closely 
as possible the natural appearance of fish, Wooster says, 
‘‘have never been good sellers. The closer nature is dupli¬ 
cated, and by that I mean duplicated strictly, my observa¬ 
tion has been the poorer seller the bait is. In other words, 
the good selling items are those that depart quite widely 
from anything found in nature” (3-23). 

We have no thought of asserting that the mark in ques¬ 
tion is totally lacking in resemblance to the bony struc¬ 
ture of a fish. Wooster has freely admitted this, saying 
that it “^ves the suggestion of the vertebrae” (K-273). 
Let us admit very frankly, as does Wooster, that the 
bony structure of a Shore Minnow was the inspiration for 



the mark. Such an admission does not, howejver, carry 
with it any implication that the mark, as finally designed, 
is in simulation of the vertebrae and ribs of a fish. It is 
perha/ps suggestive thereof, and we think the |;estimony, 
when fairly construed, establishes nothing more | than this. 

I 

Bearing in mind that Wooster had observed |that “the 
good selling items are those that depart quite wijdely from 
anything found in nature’* (3-23), it is inconceivable that 
he s'hould have sought to enhance the resemblanoe of Hed- 
don’s baits to natural minnows by the application thereto 
of a mark which would closely follow a natural skeleton 
structure. It goes against sound reason to believe other¬ 
wise in the face of the experience which has long jgoverned 
Heddon’s policy in the design of its baits. Th4 mark in 
question is symmetrical, i. e., its two componients, one 
above and the other below the longitudinal line, kre alike. 
Anyone who has ever eaten fish, or has observed [dead fish 
upon the beach, or has caught live fish from t^e water, 
knows that the skeleton structure is far from symjmetrical. 
This is common knowledge that should not reqjuire any 
corroborating evidence. But if the Court has a^y doubt 
on this point, then it is profitable to refer to die X-ray 
photograph of a Shore-Minnow (Exhibit 1-13) whi^h shows 
clearly how non-symmetrical and utterly unlike ihe Hed- 
don mark is the true skeleton formation of a fish.| 

Davenport, who has been expereienced for many years in 
the manufacture and sale of fish baits, is unabl^ to find 
in the mark anything in simulation of a natural jninnow. 
He says (M-49) that it does not duplicate the appearance 
of a live fish, and that if he were seeking to imijtate the 
real bony structure of a fish, it would be necessary |to make 
many drastic changes. 1 

Even Judge Tuttle was wholly unimpressed ijiecause. 
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during Davenport testimony, he thus commented (K-206, 
207): 

* I could make a thing that would look more 
like a trout than anything you have on the board, 
couldn^t I? 

“A. Probably. 

“By the Court: Or like a shore minnow than any¬ 
thing you have on the board? 

A. Yes. 

“Q. By the Court: And I wouldn’t have to be 
very bright? 

“A. I will agree to that with you.” 

So we say that both the Examiner of Interferences and 
the Commissioner of Patents were uninformed on the point 
of real similarity to the bony structure of a fish when con¬ 
cluding, as they did, that the mark in question was ap¬ 
plied for the purpose of simvXating the natural appear¬ 
ance of minnows. 

Let us not forget that there may be, and in this case is, 
a wide divergence between the thing which gives inspira¬ 
tion for the mark and the mark itself as finally arrived 
at by the artist with due and primary regard for attrac¬ 
tive appearance and eye appeal. It is easy enough to say 
that the mark resembles the vertebrae and ribs of a fish, 
but this does not make it so. Anyone who has ever opened 
up a fish, or even eaten one, knows that the bony structure 
is not symmetrical, that the ribs are not tapered, curved, 
and slanted backward uniformly, nor projected at equal 
distances on oposite sides of a vertebrae. True, as stated 
by Wooster, there is just a suggestion of the bony struc¬ 
ture of a fish, but this fact of suggestiveness is incapable 
in and of itself of disqualifying the mark for registration. 
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Theories vs. Facts. ' 

The theory behind the prohibition of registering marks 
which are descriptive or endowed with functionjal charac¬ 
teristics is well set forth by the Supreme Courjt in Bech- 
vjith V. Commissioner of Patents (252 U. S. 53^). In its 
decision the Court thus commented (543): | 

‘‘It was settled long prior to the Trade-Mark Regis¬ 
tration Act that the law would not secure to any per¬ 
son the exclusive use of a trade-mark consisting merely 
of words descriptive of the qualities, ingredients or 
characteristics of an article of trade. Thijs for the 
reason that the function of a trade-mark to point 
distinctively, either by its own meaning or by associa¬ 
tion, to the origin or ownership of the ware^ to which 
it is applied, and words merely descriptive of j qualities, 
ingredients or characteristics, when used alohe, do not 
do this. Other like goods, equal to them in allj respects, 
may be manufactured or dealt in by others, who, with 
equal truth, may use, and must be left free t^ use, the 
same language of description in placing their goods 
before the public.’^ j 

The nub of the above passage is that all tradeits should 
be allowed to freely use the same language or| symbols 
of description in their dealings with the publii. Were 
this not so, the one who obtains vested rights in a mark 
of this character would enjoy an advantage al[ the ex¬ 
pense of all others. It is such reasoning which jhas sup¬ 
ported the Commissioner of Patents in his refusal; to grant 
Heddon the registration which it seeks. If tl^e Court 
be satisfied that the vesting in Heddon of the rights con¬ 
ferred by a registration would not, in fact, adversely affect 
others who are actually or potentionally in competition 
with Heddon, then the logic relied upon for refus^ of the 
registration must disappear. j 

i 

The record establishes, beyond question we belieye, facts 
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which outweigh any speculation on the point of supposed 
advantage to Heddon growing out of a registration of the 
mark in question. If anyone is in a position to know, 
then it must be a competitor who is actively engaged in 
the manufacture and sale of fishing baits. No one is 
better qualified to speak than is a representative of the 
Creek Chub Bait Company which, according to Davenport 
(K-173), “manufactures the most complete line of plug 
baits of anyone in the world.’’ He has made it very clear 
that the mark is valueless so far as concerns the luring of 
fish, amplifying this point with these observations (M-50): 

“Q49. To your mind, if the James Heddon’s Sons 
were held to have the exclusive right to the use of 
the mark in question, on baits, would that give to the 
James Heddon’s Sons a monopoly on good fish-getting 
quality baits, so that no competitors could compete 
on an equal basis? 

“A. No, sir. The question is, as I understand it, 
if a competitor could compete in manufacturing a bait 
which would catch fish as well as a bait being thus 
« marked? 

“Q50. Yes. 

“A. Absolutely not. 

“Q51. Do you consider, in the sales of the baits 
without the mark in question, that you have been un¬ 
der any handicap? 

“A. No. 

“Q52. Do you base that statement on sales experi¬ 
ence over a period of years? 

“A. You can base it that way if you want to. We 
have shown steady increases every year, in fact rather 
astounding increases every year that the Shore-Min¬ 
now finish bait has been put out by Heddon.” 

It is also to be observed that Heddon as of April, 1941, 
was enjoying plenty of competition from many others 
whose bait offerings included almost every kind of bait 


and decorative scheme that can well be imagined. It is 
not as though Heddon had just started out with the mark 
as a new thing, so that its effect upon the competitive mar¬ 
ket could not be accurately estimated. Instead, the mark 
in question had been in wide and extensive use by Heddon 
for more than seven years when Davenport thus testified, 
and for more than eight years when Collier’s presented 
its impressive showings of representative baits' then being 
offered on the American market. An impressjive experi¬ 
ence record had then been established, and DaV^nport was 
accordingly in position to give factual testimony. This, 
so it seems to us, should far outweigh any cohjecture or 
speculation on the part of the Commissioner jof Patents 
as to what might happen. His fears and suppositions are 
entirely groundless in the light of experience running over 
many years. | 


Mark Is Not Essential Element of Ba^t. 

1 

That the Commissioner did not correctly appraise the 
situation is indicated by his finding ‘‘that applicant’s al¬ 
leged trade-mark constitutes an essential elei^ent of at 
least a part of the lures to which it is affixed.” i As if this 
statement were not a sufficient error, the trial jJidge, with¬ 
out qualification, held that when the mark is j placed on 
both sides of the lure it becomes “an essential element” 
thereof (App. 21). j 


The record leaves little doubt that the mark is not at all 
essential. The factual evidence is all to the conjtrary. On 
this point Wooster testified that the mark is n(^t more ef¬ 
fective in luring a fish than any other conspici^ous figure 
or pattern upon the side of a bait, and that the reason any 
mark upon a bait helps to attract fish is prinjjipally be¬ 
cause it enables the fish to see the bait (M-20). l)his theory 
on Wooster’s part is supported by Heddon’s Experience 
with other baits, some with and some without!the mark. 
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The red head bait is a good example for, as pointed out 
by Wooster, ‘‘we have a very popular color which is com¬ 
mon in all baits, by the way, of a white body with a red 
head and we also have a red and white combination Shore- 
Minnow which is far outsold by the plain white body with 
the red head,*’ adding that “the Shore-Minnow finish is 
far outsold by the other” (M-29). He has made it plain 
that Heddon offered River-Eunt baits both with and with¬ 
out the herringbone feature, the quality, fixtures and prices 
being identical. There has been no difficulty in maintain¬ 
ing the sales of these unmarked baits, although because 
of efforts put behind the ones which carry the mark, as 
well as their distinctive character, they may eventually 
outsell the others. 

And the non-essentiality of the mark is further attested 
by the fact that it is applied to both sides of bug baits 
and to metallic plates known as spoon baits (see Ex. J-10). 
None of these baits have any resemblance to any fish with 
a vertebra structure, yet to support the claim of essen¬ 
tiality such a structure in a simulated animal is indis¬ 
pensable. 


The Mark Identifies the Plaintiff. 

It is abundantly established by .the evidence adduced in 
open court before Judge Tuttle that the mark serves ef¬ 
fectively to identify baits of Heddon manufacture. This 
is the true and principal function of a trade-mark. Rog¬ 
ers, who sold sporting goods for eighteen or nineteen 
years, thus testified on this point (K-106): 

“Q. What company, to your knowledge, was the 
first to use the so-called Shore Minnow or rib mark¬ 
ing on its baits? 

“A. Heddon*s is the one I know of. 

“Q. Has that bait been widely known and featured 
by the Heddon Company, to your knowledge? 
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“A. Very much. j 

“Q. Have they put a considerable ampunt of ad¬ 
vertising behind that, to your knowledge fi 
*‘A. I believe they have. 1 

“Q. Would you say that the public his come to 
identify that marking with Heddon baits f| 

“A. I would say so, yes. ] 

“Q. To your mind, would the public Want these 
baits of the Heddon Company because they are of 
Heddon manufacture? 

*‘A. Well, they consider Heddon & Company qual¬ 
ity, and they back them up; what they pit out they 
think is very good. I think that is the rdason there 
for it.’* I 

Jacobs, who has sold sporting goods for mote than fif¬ 
teen years, added his confirmation, saying (K-130): 

Are you acquainted with the baitj known as 

the River Runt Spook bait? j 

“A. Yes, sir. j 

“Q. What have you to say as to the popularity 

of that bait? | 

“A. It is one of the most popular ones on the 
market. ! 

“Q. Has that bait been extensively advertised by 
James Heddon Sons? I 

“A. Yes, sir, very much so. 1 

To your knowledge, what compan^ was the 
first to use the so-called Shore Minnow or | rib mark¬ 
ing on its baits? 

‘^A. That was Heddon bait. j 

“Q. Has that mark been widely used an^ featured 
by the Heddon Company, to your knowledge? 

“A. It is in all their advertising, yes, sirt 
“Q. Would you say that the public ha^ come to 
identify that mark with the Heddon 
“A. Yes, sir. 

“Q. To your mind, would the public be ^terested 
in buying a bait because they, knew it was I a bait of 
the Heddon Company? ! 


Company? 
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‘‘A. Certainly. 

“Q. For what reason do yon say thatt 

“A. Because a bait—the bait is a very, very popu¬ 
lar bait among the fishermen as a fish-getter. It is 
recognized as a good fish-getter.’’ 

Davenport, who is an official of a very large competi¬ 
tive bait manufacturing company, similarly testified, say¬ 
ing (K-182): 

“Q. Well, now, prior to the introduction of Hed- 
don baits bearing this Shore Minnow finish, had you 
ever known of any other baits on the market having 
a similar finish? 

“A. No, I never did. 

*‘Q. And since the time of the introduction of that 
finish, what to your mind has the presence of such 
a marking indicated, with regard to the origin of the 
bait? 

“A. I don’t understand the question. 

“Q. Well, when you see a bait having a marking 
of that character, do you identify that with any par¬ 
ticular manufacturer? 

“A. We immediately assume it is a Heddon bait, 
provided it has the general contour of the Heddon 
bait.” 

Also Whittemore, who is a manufacturer and whole¬ 
saler of fishing tackle, owning his own business, testified 
to the same effect, saying (K-239): 

We consider them as a Tenite or plastic lure, 
and there are certain features that are enjoyed by 
Heddon alone that identify them as a Heddon product 
to me. 

“Q. You spoke of certain features by which you 
identify those as Heddon products. Would you care 
to point out the identifying features? 

“A. Well, on the ones that you, or we in New 
England would call shore minnow types, we recog¬ 
nize it by the markings on the bait. 
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‘‘Q. In your opinion, would that marking indicate 
the same thing to the fishermen, that is, the public 
who fish? 

“A. Oh, today very much, because Heddon intro¬ 
duced that marldng, according to my experience in 
the tackle business. We pushed it for that reason, 
that Heddon made that product.*’ 

That the mark is generally known as an identification 
of Heddon’s baits is also affirmed by Wooster, and he has 
repeatedly so testified (M-16, 25, 27 and K-286). 

Plaintiff’s Published Statements. 

The Defendant has sought to make much out of certain 
published statements appearing in Heddon’s catalogs. In 
doing this we think an unwarranted interpretatijon has been 
placed upon the language which is criticized. | 

For example, in Heddon’s 1940 catalog, Exhijbit 1-15, on 
page 4, is a display of the trade-mark opposite the head¬ 
ing “Famous ‘Shore-Minnow’ Colors (X-ray| Design.)” 
This is followed by a subheading “8 ‘Shore-Miiinow’ Fin¬ 
ishes,” after which appears “These original Hjeddon Col¬ 
ors duplicate the natural appearance of those tijny ‘Shore- 
Minnows,’ the backbones and ribs of which slhow when 
fish are held to the light.” This statement obviously re¬ 
fers to the original Heddon colors which is the i subject of 
the sentence. These colors, so Heddon says, duplicate the 
natural appearance of those tiny shore-minnoWs, etc. It 
is not any mark on the baits, hut the colors, which consti¬ 
tute the duplication. 

Also on page 7 of the same catalog (Exhibit I|-15) Hed¬ 
don says with reference to its semi-transparent baits that 
“You ‘see what the fish sees under water’ ”—a Statement 
which has been twisted in the effort to read Something 
reprehensible in it or in Heddon’s conduct. To our minds 


1 
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this is an entirely inoffensive statement. The eyes of a 
fish and of a fisherman are presumably alike to the extent 
that generally the same visual images are transmitted to 
each from the same object, so that one would ‘‘see what 
the fish sees under water.The accuracy of this state¬ 
ment cannot be proved or disproved. It is questionable 
whether this point has ever been the subject of scientific 
determination. This thought expressed by this phrase is 
interesting, but otherwise without significance. 

Any statement implying that the mark will add to the 
luring qualities of the bait which carries it is also beyond 
criticism, when judged in the light of all the evidence. 
Such a statement is founded on the theory that any mark 
will help to attract fish. While incapable of proof, it is 
entirely logical that any str ikin g mark or color would be 
effective for this purpose. Wooster has so testified (M-20, 
K-282), and as a fisherman and manufacturer his theory 
on this point is entitled to as much weight as that of the 
next man. Either or both may be right or wrong, but there 
is no one who can settle the point. Judge Tuttle believes 
it is a “crazy idea that the fish is going to see the little 
markings’’ (K-633), and if he be right then the efforts 
of all manufacturers to devise effective bait markings are 
futile. So we say that any such statement reflects only 
one of the countless theories which fishermen are prone 
to advance. The prevailing skepticism may or may not 
give it a favorable reception. 

Wliile on this point, we pause to philosophize briefly 
concerning the nature of the subject under discussion. We 
are here considering some of the phases belonging to the 
art of fishing. This is not a science, but rather a game 
or sport whose fascination grows largely out of its at¬ 
tending uncertainties. What is the psychology of a fish 
is a never-ending subject of conjecture. Each fisherman 




may have his own pet theory, yet be unable to establish 
its correctness. i 

In this ever-interesting subject it is possible t^ advance 
only factual assertions to a limited extent. If a manu¬ 
facturer offers on the market an articial bait, he must to 
do in the hope and expectation that it will appejal both to 
the fisherman and to the fish. What he can clai^n for the 
effectiveness of such a bait must necessarily be [theory or 
speculation unless he has available some experience rec¬ 
ord based upon past performance. Even so, however, the 
conditions of use vary so widely as to preclude! any pos¬ 
sibility of two men having identically the same experi¬ 
ences. i 


Perhaps it is the futility of attempting any| accurate 
prediction concerning performance that is respofisible for 
the character and nature of the statements whiclji a manu¬ 
facturer makes with respect to his baits. Beyon(i exercis¬ 
ing care in the design and production of his meifchandise, 
he cannot make any guarantee. The most th^t he can 
do is to play up the attractiveness of his bait Iproducts, 
perhaps by lavish and superlative expressions which may 
be interesting, but scarcely convincing. The ^sherman 
knows that, after all, it is a sport in which he is engaged, 
and that, while skill may play some large part, pe prov¬ 
erbial luck is also a potent factor. i 


It is in a sense a make-believe world in which ^shermen 
meet on a common ground. If one is successful he is sel¬ 
dom content to stick to the truth, but is tempte(J, in line 
with tradition, to stretch the facts in reporting on his 
catch; and if he is not lucky he may be equally constrained 
to avail himself of the license commonly granted bo fisher¬ 
men to recount a ‘‘fish story” the truth of whish is ac¬ 
cepted with reservations. We think the Court ^^ill even 
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take judicial knowledge of this rather widespread custom 
among fishermen. 

The point in this discussion is that Heddon^s merchan¬ 
dise is sold to a public which knows that predictable re¬ 
sults are impossible, and that the only guarantee of any 
bait product must be confined to the workmanship and ma¬ 
terials. Everything else the fisherman accepts on hope, 
plus whatever expectation he is able to muster from his 
own skill and experience in the art of fishing. Fishing 
tackle manufacturers adjust themselves accordingly, and 
talk the language of the sport, indulging freely in expres¬ 
sions which reflect the theories and uncertainties of the 
fishing fraternity. None of such talk is taken over-seri- 
ously, nor is any of it deserving of criticism. It is all ac¬ 
cepted as in line with the traditions of the sport. 

We are not implying for one moment that the fishing 
industry is lax in its standards. By comparison it stands 
up to the best, and the guarantees and responsibility of 
Heddon and others have never been questioned. But its 
line of approach to the heart of the fisherman is different 
from that which obtains in most other lines of business. 
It is the sport of the game, and not any commercial in- 
stinct, which prompts the fisherman to become interested 
in the bait offerings which are placed before him. 

Realizing that all members of the fishing fraternity meet 
on this common but unusual plane, Heddon has addressed 
itself to its public in language which is both appreciated 
and understood. The meaning of its assertions are not 
susceptible of being misconstrued—they are addressed to 
and appraised by those who make allowance for extrava¬ 
gance and overstatement. Even the most gullible among 
the fishermen knows this to be true, and is not misled in 
any degree. 
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If it were possible for any manufacturer to offer a bait, 
with an assurance believed by the fishing public, that such 
a bait possessed a feature which added noticeably to its 
luring qualities, then the rest of the industry might well 
be disturbed. Since the dawn of history men have fished 
with every conceivable kind of bait, yet even as late as 
the year 1934 no one had ever discovered any feature of 
decoration which would measurably enhance its luring 
properties. Most baits conform to certain linjiits in size, 
and those of the plug type are equipped with cej-tain stand¬ 
ard fittings, such as gang hooks, mouth piec4, etc. But 
beyond this there is no limit, and variations iin contour, 
accessories, decorations, colors, etc., are the '^idest pos¬ 
sible imaginable. | 

I 

With respect to its baits Heddon^s published statements, 
while interesting, are not important. When strictly, but 
properly construed, they do not claim any functional value 
for the mark. At most such statements, whi(jh are per¬ 
haps a trifle extravagant, pertain to such features as trans¬ 
parency, colors, general get-up, etc. Were ther^ any ques¬ 
tion about this, however, any of Heddon^s statements which 
the defendant might wish to criticize should be interpreted 
from the standpoint of those to whom they are jaddressed. 
And in the make-believe world in which fisheiimen carry 
on their sport extravagance in statements is recjognized as 
permissible, largely because of the uncertainticjs involved 
and the speculative basis of the theories and conjectures 
which are freely advanced concerning it. 

As pertinent to this same subject, Heddon’i standing 
and reputation in the fishing tackle field is a fslctor to be 
considered. Its business was established in 1904 and to¬ 
day it is one of the foremost in the fishing tackle industry 
(M-10). A business which has continued for thirty-nine 
years must be founded on honesty and fair defiling—^this 
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much the Court may assume as correct in any case. For 
Heddon to resort to any questionable practice which would 
jeopardize its prominent position in the field, is unthink¬ 
able in the extreme. 

Heddon’s sale of River-Runt baits, to take this one item 
as an example, started in 1934 when they quickly reached 
ten per cent of its total volume of business. These sales 
have increased steadily until six years later (1939) they 
amounted to forty-six per cent of the total business (M-15). 
In building up its sales to this impressive volume, Heddon 
availed itself of all the usual publicity channels through 
which its messages were delivered to the trade and public. 

Such an achievement supports the conclusion that Hed¬ 
don ^s published statements have been correctly appraised 
by fishermen generally. The lures which have carried the 
mark were attractively decorated and described. They 
were bought the same as any other bait and accepted with 
reliance upon the integrity of the manufacturer, but never 
with any assurance of predictable results. More than this 
no fisherman has ever expected, because the art of fishing 
defies all efforts to reduce it to a science. 

In its published statements Heddon has talked to fisher¬ 
men in the language which they understand. No one at 
all familiar with fishing would regard the mark as more 
than an attractive decoration and symbol of Heddon manu¬ 
facture. Particularly is this so because the mark is dis¬ 
played separately in the catalogs (see for example Exhibit 
1-15, p. 4), and also on the outside of the boxes in which 
the baits are contained. In this way every fisherman is 
educated to recognize the mark as indicative of the Hed- 
don product, so that its presence on the baits as well is 
looked upon as quite in line with the Heddon policy of pro¬ 
moting-identification of its products. 
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A Mark May Be Registrable Even Though S^me Func¬ 
tional Advantage Be Present. 

It is not enough that a mark be possibly descriptive in 
order to justify a refusal to register. While m^ny marks 
have been denied registration on this ground, bther fac¬ 
tors may be present which will prevent application of the 
rule. Where a mark is functional, and is the j only con¬ 
venient or available means of fulfilling that function, the 
mark is not entitled to registration. Sparklets Corp, v. 
Kidde Sales Co,, 104 F. (2d) 396; In re Verte^ Hosiery 
Mills, 45 F. (2d) 249; In re Goodyear Tire Co,, ^ F. (2d) 
833. But where a mark may result in some func^tional ad¬ 
vantage as compared with the absence of the mai|k, a func¬ 
tional advantage, however, which may be secured by any 
other similar mark or means, then that mark will not, on 

I 

that ground, be denied registration. Obviously,] the dan¬ 
ger is gone. No monopoly is present. The pliblic and 
all competitors are free to adopt any other mians they 
wish for achieving the same purpose. There can b^ no valid 
reason for denying the protection of registrati<|>n to the 
originator of the mark. j 

Acceptance of this rationale is inherent in t|ie Cape- 
well Horse Nail cases. In these cases the mark| in ques¬ 
tion consisted of a pattern of small but unifortn checks 
stamped on the beveled face of the head of each nail.” 
In the celebrated Mooney case, 167 Fed. 575 C. C. N. D. 
N. Y. 1909), the Court held that while this checked pattern 
may have served a useful purpose in preventing! slipping 
of each nail as it passed through the nail forming machine, 
it was still proper subject matter for registration, since 
the defendant (or anyone else) even if it found ^t neces¬ 
sary to have a gripping surface, might as easily hkve used 
any other pattern rather than the identical one employed 
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by the Plaintiif. The case was affirmed upon appeal on 
this precise ground {Capewell Horse Nail Co. v. Mooney, 
172 Fed. 826 (C. C. A. 2d 1909)). 

In this case the trial judge made these comments (167 
Fed. 575, at page 578): 

“I do- not think the mere fact that the general de¬ 
sign of this alleged trade-mark is composed or made 
up of a form of marks found elsewhere in general 
use for purposes of utility deprived the complainant 
company of the right to adopt this particular check 
mark, of this particular form, used in this particular 
place on the horseshoe nail itself, or representations 
of such nail, as its trade-mark to designate its goods 
as those of its make or manufacture.” 

On page 581 the Court continues: 

“The defendant has used rollers which, in gripping 
the nail at this stage of manufacture, imprint thereon 
the exact duplication of the complainant’s trade-mark. 
It was unnecessary to do this, even if it was neces¬ 
sary to have a gripping surface on the roller to pre¬ 
vent the slipping or jumping of the nail as it passed 
between the rollers. Some other of the many forms 
of gripping surfaces could have been used. It is sig¬ 
nificant that a gripping surface was used which pro¬ 
duces upon the nail an exact copy of complainant’s 
trade-mark.” 

On page 582, the Court says: 

. “If the manufacturer had originally two or more 
purposes or objects in adopting the particular mark, 
as, for instance, to indicate the quality and also the 
origin, and also to ornament the article, the idea be¬ 
ing that with this particular mark the article would 
be more attractive when exposed for sale, and the 
goods of this manufacturer, bearing this particular 
mark, and by reason thereof, had come to be known 
as the goods or manufacture of that particular manu- 
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facturer, irrespective of grade or quality, and he 
thereupon adopted such mark, symbol, or dejvice as his 
trade-mark to indicate origin solely, no otljier person 
or persons having adopted or used it, I ^o not see 
that such mark did not on such adoption Income his 
valid trade-mark, • • •»» ! 

Again, in Capewell Horse Nail Co, v. Greewj 188 Fed. 
20, 26 (C. C. A. 2d 1911), the Court, in upholding the reg- 
isterability of the mark, repeats its language in tie Mooney 
case, saying: | 

‘‘If it was necessary to have a gripping ^urface on 
the roller, it was not necessary to use th^ only one 
of many which would produce on the face 6f the nail 
head the counterpart of complainant’s distinguishing 
mark.” ! 

% I 

It is clear that upon the facts there presented |the Cape- 

well cases were properly decided. Naturally, however, the 
Courts have refused to apply the holdings of these cases 
to fact situations wherein the mark sought to be I protected 
would give a monopoly to the proprietor. Both lines of 
cases, we submit, are correct. They are not coni{ra to one 
another, but simply recognize that where the element of 
functional advantage is one which may be gair^ed by an 
unlimited number of other means there is no reason for 
applying the rule that a utilitarian mark may not be reg¬ 
istered. 1 

I 

I 

Clearly the harsh rule must not extend beyond its un¬ 
derlying reasons. Where there can be no danger of mo¬ 
nopoly there is no sound reason for denying re 
of the mark. 

This is the law to be applied. Assuming descriptiveness 
to be present, then the case at bar comes clearly within 
the exception to the rule. For surely there can be no con- 


^istration 
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tention that another mark might not attract fish fully as 
well. To grant a registration of this mark, even if it were 
conceded to give a certain functional advantage, would 
certainly not preclude the use of other equally good fish¬ 
getting marks. 

Wooster Design Patent No. 93,370. 

The Defendant has placed in evidence as its Exhibit 2 
a copy of this design patent dated September 18, 1934. 
Its term was fourteen years, its expiration date being due 
in 1948. 

The patent, which is entitled “Fish Bait Body,’^ shows 
a contour of plug bait with which we need have no con¬ 
cern. Because there are on the illustrated body certain 
decorative features, such as scales, and eye, and certain 
slanting lines in parallelism, we presume the Defendant 
may contend that the herringbone mark is here displayed. 
We take issue with any such conclusion, if this be the pur¬ 
pose of reference to the patent, asserting cowtra that the 
mark here in issue is not a part of the design of that 
patent. 

Assuming, however, that the patent in question does 
exhibit Heddon’s mark, what is its bearing in this case? 
We know of nothing that would entitle it to any con¬ 
sideration. Long before the patent reached even the half¬ 
way point of its term, Heddon consented to “the entry of 
a decree, finding the Wooster Design Patent No. 93,370 
invalid in view of the prior state of the Art^^ (stipulation 
of June 4, 1943). This decree of invalidity was dated 
November 18,1940. In these circumstances it is plain that 
the patentee has not enjoyed the full term of the grant. 
Because of this fact Heddon is not prejudiced in its as¬ 
sertion of trade rights as to any feature disclosed in this 
patent. As authority for this assertion, we refer to Nu~ 



Enamel Corp. v. Armstrong Paint d Varnish Works, 81 
F. (2d) 1 (C. C. A. 7), where the Court of Appials for the 
Seventh Circuit thus commented; ! 

“It seems to be the view of some counsel that one 
who has sought and secured a trade-mark -^hich is in¬ 
valid, or who has used a term to describe an article 
covered by a patent, is in a less advantageous posi¬ 
tion than one who has not had the added 1 protection 
which arises through the Government granit of a pat¬ 
ent or a trade-mark registration. We se^ no legiti¬ 
mate reason, although there may be dicta [to support 
the view, for imposing this handicap upoji one who 
is endeavoring to prevent unfair trade cjompetition 
methods. Unfair methods of trade are condemned be¬ 
cause they are unfair, a specie of fraud, a cjheat. The 
manufacturer or merchant who holds or | who once 
held a patent monopoly which has expired !is entitled 
to protection against unfair methods of tr^de just as 
any other manufacturer. The same is trpe of hold¬ 
ers of a registered trade-mark later held to be invalid. 
In considering an unfair method case, we | must dis¬ 
miss as of no bearing the fact that the p^rty seek¬ 
ing relief previously held a valid or an invalid patent 
or a valid or invalid trade-mark.” I 

I 

I 

In E, C. White Co, v. Converse, 20 F. (2d) ^11 (C. C. 
A.), the plaintiff sued on an earlier design pajtent on a 
tricycle, and a later mechanical patent directed td the same 
invention. The Court held that there was no possible dis¬ 
tinction in the subject matter and said: | 

“Had the design patent been valid along with the 
mechanical we should have been considerably embar¬ 
rassed to avoid the defense of double patehting, for 
the attempted distinctions between the two disclosures 
appear to us triviaL” 

The Court held, however, that 
was invalid, and that the later 


the earlier desipi patent 
mechanical patent was 
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thereby freed from the defense which would otherwise 
have been effective against it. The Court said at page 
313: 

“A patent is a bargain between the sovereign and 
the inventor in which the consideration moving to the 
inventor is the grant. Whatever may be the result 
if throughout the granted term the inventor has had 
the enjoyment of his apparent monopoly, it seems to 
us that, when his patent is declared invalid before its 
expiry, the consideration fails and the counter con¬ 
sideration moving from the inventor—i.e., the dedi¬ 
cation of the disclosure—^may be revoked. There be¬ 
ing no chance for apportionment of the dedication, 
it ought not therefore to be held that a subsequent 
and valid patent is itself invalidated because of the 
original dedication. The whole vice of double patent¬ 
ing arises from the fact that the second patent defeats 
the dedication made in the first by extending the term 
of the original monopoly.’^ 

This decision is in close analogy with Heddon’s position 
here, for in each case the question is presented as to 
whether the invalidating of a design patent frees the plain¬ 
tiff from objection or defenses which might otherwise be 
asserted against a second and perhaps otherwise incom¬ 
patible cause of action. In this case certiorari was denied 
by the Supreme Court, 275 U. S. 547, 72 L. Ed. 419 (1927). 

On the ground, therefore, that Heddon never enjoyed 
for the full term of the patent the rights which it was de¬ 
signed to confer, Heddon is, under the authorities noted, 
in no wise embarrassed or prejudiced from asserting that 
nothing contained in the patent has ever passed into the 
public domain by reason of the adjudication of invalidity. 
In these circumstances, Heddon was in position to, and 
did, acquire trade-mark rights growing out of user in and 
to the mark in question, and these rights have been main¬ 
tained in force continuously since. 
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The 1905 Trade-Mark Act 

Heddon is here seeking a registration under the Act of 
February 20, 1905, Section 5 of which defines the marks 
which may and may not be registered. The I authorities 
have considered this section in many cases, bit no better 
analysis is furnished than that contained in Gr\>ve Lahora- 
tories v. Brewer <S> Co,, 103 F. (2d) 175, decjded by the 
Circuit Court of Appeals, First Circuit. On ]page 183 of 
its decision the Court thus commented: ; 

“Section 5 provides: | 

Sec. 5. ‘No mark by which the goods of the owner 
of the mark may be distinguished from cither goods 
of the same class shall be refused registration as a 
trade-mark on account of the nature of sich mark—’ 
and then goes on in subsections (a) and (b) and the 
first proviso to designate what marks siall not be 
registered at all under the Act; and in |the second 
proviso states that ‘no mark which consists • • • 
merely in words or devices which are descriptive of 
the goods with which they are used, * * * shall be reg¬ 
istered under the terms of this subdivision. | The first 
sentence and the second proviso are, without doubt, 
the provisions of the Act of 1905 under wtoh regis¬ 
tration No. 307,417 of October 24, 1933, \|^as issued. 
When these two provisions are read in connection with 
one another it is apparent that by them iit was in¬ 
tended to restrict only the registration of a| mark that 
is merely descriptive of the goods with it is 

used, not one which, by use on a particular class of 
goods, had come to denote origin; that such a mark 
is not merely descriptive but one of the chairacter that 
the first sentence of Section 5 provides sho^ild not be 
‘refused registration,’ for, having come to (Jenote ori¬ 
gin, it had come also to distinguish the goods of the 
plaintiff from goods of others of the same 61ass. We 
regard this registration as having been pi^operly is¬ 
sued and as protecting the plaintiff’s right in the 
mark.” (Italics by the Court.) 1 
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In the above discussion due weight was given to the 
word “merely^* in connection with words or devices which 
are descriptive of the goods with which they are used. 
If a trade-mark is merely descriptive, and mthout other 
sigvdficance, obviously it cannot qualify for registration. 
On the other hand, if the mark is not merely descriptive, 
but does have other significance, such as that it has come 
to denote origin, then the prohibition of Section 5 need 
not apply. We do not go so far as to say that the reason¬ 
ing of the Court in Grove v. Brewer is to be applied with¬ 
out qualification in all cases, but certainly it is apposite 
to the case at bar. Particularly is this so since the ques¬ 
tion of descriptiveness (if the mark be descriptive) is close. 
This is attested by the action of the Primary Examiner 
in approving the mark for registration and by the finding 
by Judge Tuttle that the mark is entirely lacking in func¬ 
tionality, both contrary to the views expressed by the Ex¬ 
aminer of Interferences and by the Commissioner. 

We submit, therefore, that a fair interpretation of Sec¬ 
tion 5 of the Trade-Mark Act of February 20, 1905, in its 
relation to the facts now before the Court will justify a 
finding that the mark, if descriptive at all, is not merely 
descriptive, but that it denotes origin beyond question. 
In fact, the record is eloquent in establishing this to be 
the fact, as hereinbefore pointed out. 

In these circumstances we submit that the Plaintiff has 
qualified for the registration which it seeks and that the 
statute affords to the Commissioner full authority for the 
grant of such a registration. 

Findings and Conclusions Adopted by the Trial Judge. 

The memorandum opinion of the trial judge concludes 
by saying (App. 21) ‘‘the plaintiff has made liberal use of 
this marking on its products and frequently placed the 
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mark on both sides of the lure. When so used! the mark 
becomes a very essential part of the lure . . . th}e marking 
is an essential element in giving the lure the desired ap¬ 
pearance and serves a useful purpose. Therefore, it is 

not entitled to registration as a trade-mark,^* eljc. 

i 

These comments led to the submission by the pefendant 
of certain findings of fact and conclusions of jaw which 
m toto have been approved in lieu of other finiiings and 
conclusions which the Plaintiff proposed. A iJumber of 
the adopted findings are largely unsupported b^ the evi¬ 
dence. The following comments will make this clear. 

The mark, so states Finding No. 3, has frequejntly been 
applied to lures which are shaped in imitation of ^mall fish, 
such as minnows. The “imitation,” if any, is pretty poor, 
according to Judge Tuttle, and most of the witnesses. But 
the mark has also been applied in many casesj to lures 
which are not even suggestive of small fish of a^y kind— 
plaintiff *s Wilder-Dilg and Crazy Crawler bait^, for ex¬ 
ample, also its hardware bait known as a spo(l)n. This 
finding, as it stands, is positively misleading because, if 
true in any degree, it is only a half-truth. The Plaintiff’s 
proposed Finding No. 3 (App. 21) should have!been ac¬ 
cepted as correct. j 

The statement in Finding No. 5 implies that the mark 
when displayed upon the sides of a lure will suggest the 
bone structure of a fish which may be seen aghinst the 
light. This is most questionable, indeed. Davenport dis¬ 
putes this, saying it does not duplicate the appearance of 
a live fish (M-49), and that the ribs of a shore| minnow 
cannot be seen except with a magnifying glass i (M-50). 
Plaintiff’s proposed Finding No. 5 (App. 22) would have 
been a correct statement. ! 
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Finding No. 6 purports to state what was the Plaintiff’s 
purpose in adoption of the mark, disregarding the testi¬ 
mony of its vice-president to the effect that, while inspira¬ 
tion was derived from the appearance of shore minnows, 
the mark when properly symmetrized could be made an 
attractive feature for baits regardless of form, shape, or 
degree of similitude (if any) to any natural thing (K-273). 

The quoted expression in Finding No. 7 was taken ver¬ 
batim from Heddon’s 1941 catalog (Ex. A, pp. 5 and 38), 
and must not be misconstrued. This statement refers only 
to baits, usually transparent, to which certain specified 
“shore-minnow colors” have been applied, as shown by 
the context. See also Wooster testimony (K-280, 281). 
Heddon’s further statement to the effect that the mark in 
issue “adds to the luring quality” of certain lures is in 
full agreement with all the opinion evidence in this case 
to the effect that anything of a contrasting nature on the 
bait exterior, whether it be a mark or color, will probably 
enable the fish to see the bait better. See Wooster testi¬ 
mony (M-20 and K-282). 

Finding No. 8 is improper because it segregates “the 
mark,” for evaluation purposes, from all other factors 
which are supposed to have utility “in attracting fish.” 
The evidence indicates that bait motion or action is prob¬ 
ably the primary factor. Judge Tuttle has concurred in 
this belief (K-632). Colors or markings of a contrasting 
nature are also recognized to be a factor, and on this point 
there is no disagreement. But any attempted segregation 
or separate evaluation of these various factors is out of 
the question, according to Wooster (M-32), and obviously 
he is right in so stating. 

Wooster’s experience with other types of markings is 
also informative on this point, it being established that 
the Heddon “red and white combination Shore-Minnow” 


is ‘‘far outsold by the plain white body with th^ red head*’ 
which in no way resembles any kind of a fish, ^d Heddon 
has “certain baits that have this so-called hlerring-bone 
marking on them, which do not sell well at all, vet the bait 
. has action and has a striking color and yet it does not sell, 
so putting those markings on the bait, per ^e, will not 
make it sell and will not make it catch well, because if it 
was a wonderful fish-getter, without any questic^n, it would 
sell” (M-29 and 33). | 

In these circumstances, a finding to the effect that some 
fishermen, at least, consider “the mark” per 5^ makes the 
lure more attractive is both misleading and woi^thless. No 
such fishermen have testified in this case. Thej Plaintiff’s 
proposed Finding No. 8 (App. 23) should hav^ been sub¬ 
stituted. ! 

I 

I 

Finding No. 9 is a mis-statement if it implied that there 
is in the mark anp utility which has resulted hi increased 
sales. "We concede, of course, that the mark as krtisticized 
and symmetricalized is good-looking, and whei^ displayed 
in best proportions and size upon the bait for Vhich it is 
intended it may be ornamental as well. But si^ch factors 
alone have not made the bait sell better. Woostet has made 
this clear (M-29 and 33). In fact, some baits without the 
mark continue to outsell identical baits with the Wrk—the 
red head bait, for example. In no case is it Established 
that mere presence of the mark has been a factoj* contribu¬ 
ting to increased sales, and any finding so implying is with¬ 
out basis in the record. i 


We challenge the correctness of Finding No. 10 because 
of its false implications. The mark which involve^ consider¬ 
able artistry is admittedly pleasing to the eye. If the mark 
were a true simulation of the bone structure of la fish, its 
appearance would tend toward repulsiveness. In| the form, 
design, and symmetrical presentation which Pl^jintiff has 
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standardized, the mark is attractive, and there is no sug¬ 
gestion to the contrary. But this circumstance does not 
prevent the mark from serving as well as a badge or sym¬ 
bol of Heddon manufacture. It has been extensively fea¬ 
tured on non-vertebrae types of baits, and on Heddon’s 
boxes, and in its literature physically apart from any bait. 
By such persistent endeavors Heddon has sought to edu¬ 
cate the public that the mark means **Heddon,” and be¬ 
yond question has succeeded in doing so. Qualified wit¬ 
nesses have so testified, and no effort has been made to 
establish anything to the contrary. See Rogers (K-106), 
Jacobs (K-130), Davenport (K-182) and Whittemore 
(K-239) testimony, all in support of evidence to the same 
effect given by Wooster (M-16, 25, 27 and K-286). 

It is impossible to accept as correct the statement in 
Finding No. 11 that the mark is “useful” when applied 
to lures. Such a statement implies that the mark has no 
attribute other than usefulness, or that its usefulness is a 
primary factor, at least. 

According to various witnesses (see Rogers, Jacobs, 
Davenport, Whittemore and Wooster, supra) the mark is 
distinctive of Heddon baits, and it serves primarily to de¬ 
note origin. The capacity to serve as a badge or symbol 
of Heddon manufacture, applies to all baits on, or in con¬ 
nection with, which the mark is used. This includes also 
the hug or non-vertehrae types of baits. When applied to 
baits, particularly bug type of baits, the mark does not 
and cannot “form a useful part of them” (except as any 
contrasting mark or color may aid in visibility), but does 
form a useful badge or symbol to identify Heddon as the 
manufacturer. 

In the light of these comments we urge that there is an 
inadequate and insufficient basis for the findings which 
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support the judgment here apx>ealed from. Tl^e weight of 
the evidence sharply favors the counter-findings and con¬ 
clusions proposed by Heddon (App. 21-25). | 

Conclusion. I 

I 

The adverse findings of the Examiner of Interferences 
and of the Commissioner were based upon evic^ence taken 
in deposition form, and the evidence before thej trial court 
consisted solely of testimony already reduced |to writing, 
plus various exhibits (mostly paper). Before nc^e of those 
tribunals were the witnesses produced, consequently their 
demeanor could not be observed nor could the^ be inter¬ 
rogated except by counsel. This is obvious!^ a disad¬ 
vantage which Courts have often recognized a$ militating 
against a correct evaluation of the evidence | thus pre¬ 
sented. 

I. 

By contrast. Judge Tuttle conducted a trial luting near¬ 
ly three weeks, most of the witnesses being e^mined by 
him independently in an effort to ascertain | the exact 
truth. In addition, Judge Tuttle has admitted that his 
fishing experience extends over a great many- years, so 
that the subject is one with which he is personally very 
familiar. 

With the single exception of Wooster, thej witnesses 
are disinterested and their testimony is entitl^ to con¬ 
siderable weight. For the most part they ha^f^e testified 
as to matters within their own experience anO observa¬ 
tion. On many points these witnesses, like all I fishermen, 
would no doubt disagree, but their comments jrespecting 
action being a primary factor in the effectivenesi^ of a bait, 
and the mark being a symbol of Heddon manufacture, 
can hardly be questioned. ! 
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In determining the question of descriptiveness, the 
Court must be ever on its guard in weighing the estab¬ 
lished facts against the theories which have been advanced. 
Heddon has been successful in its business because it has 
dealt fairly and honorably with the public. It could not 
afford to do otherwise. For the Defendant to criticize 
Heddon ^s actions and statements in connection with the 
sale of its baits bearing the mark is tantamount to im¬ 
pugning its business policies. While the sale of River-Runt 
baits, to cite this one example, has increased steadily since 
the mark was first used, so have the sales of competitors’ 
baits, as witness the statement of Davenport (M-50). He 
says “We have shown steady increases every year, in fact 
rather astounding increases every year that the Shore Min¬ 
now finish bait has been put out by Heddon”. The mark, 
if in anywise contributing to the substantial increase in 
the sale of Heddon’s baits, should have depressed the sale 
of competitive Creek Chub baits during the same period, 
but exactly the contrary has happened. 

In any subject wherein there is so much speculation and 
theory which is incapable of proof, the Court should be 
loath to accept any evidence that is not abundantly estab¬ 
lished. By law the Commissioner is charged with the 
duty of not giving any trader an advantage over his com¬ 
petitors through the grant of a registration of a mark 
which is descriptive or functional. In exercising this duty, 
however, the supposition of the Commissioner should not 
override the factual testimony of such a competitor as 
Davenport who has made it plain that his company is not 
handicapped in the least simply because adoption of the 
mark is not open to Creek Chub for its bait, and the evi¬ 
dence of countless other baits lacking the mark now suc¬ 
cessfully in competition upon the American market, as indi¬ 
cated by Colliers, April 1941 (Exhibit G). 
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It is undisputable that the mark is a symbol bf Heddon 
manufacture. This is established by the testiinony of a 
number of witnesses who are in position to knpw. There 
is no evidence of a contrary nature. In these circum¬ 
stances the mark, even though possibly descriptive in some 
circumstances, should nevertheless be admitted tjo the reg¬ 
ister beeause.it is not merely descriptive but denotes ori¬ 
gin as well. This is a rule of law that aptly applies to 
the case at bar. j 

Particularly is Heddon’s mark entitled to favojrable con¬ 
sideration because in its use upon boxes the objjection of 
descriptiveness is without force. Were its us^ confined 
to boxes, there could be little or no question Regarding 
Heddon’s right to the registration here sought. Extension 
of the mark to baits—not spoon baits, or bugs, qr fly rod 
baits, but to plug baits—^is mainly responsibly for the 

i 

present controversy. It seems to us that it is a very 
tenuous and meager ground upon which the Ij)efendant 
must rely in its contention that the mark ever becjomes de¬ 
scriptive. That the mark can have the peculiar property of 
a chameleon, is difficult to accept. 

We present this brief review of the evidence apd appli¬ 
cable law in the belief that, all things considered, this 
Appeal Court will recognize the propriety of allojwing the 
mark to be registered, and of so finding. i 

I 

Respectfully submitted, i 

Ephraim Banning, j 

A. Yates DowEiiL, ] 

Attorneys for plaintiff, 

i 

Banning & Banning, ' 

Of Counsel. I 

July 15,1944. j 


I 
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In the District Court of the United Sta® 
For the District of Columbia I 

I 

CIVIL ACTION No. 15,137 


JAMES HEDDON^S SONS, Dowagiac, Michigan, 


CONWAY P. COE, Commissioner of Patei^ts, 
Washington, D. C., i 

Defendant. 


COMPLAINT 


To the Honorable, the Judge of the District Couit; of the 
United States | 

For the District of Columbia: | 

James Heddon’s Sons, Plaintiff herein, brings this 

• I 

BiU of Complaint against Conway P. Coe, Comii^issioner 
of Patents, Defendant, and alleges that: j 

1. The Plaintiff, James Heddon’s Sons, is a jsorpora- 

tion duly organized and existing under the lawi of the 
State of Michigan, having its principal office and ^lace of 
business at Dowagiac, County of Cass, and State 6f Michi¬ 
gan. I 
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2. The Defendant, Conway P. Coe, is the United States 
Commissioner of Patents, with his official residence at 
the United States Patent Office, District of Colnmbia, with¬ 
in the jnrisdiction of this Court 

2 3. This action arises under the trade-mark laws 
of the United States, United States Code Title 15, 

Section 81 et seq., and is brought under Section 4915 of 
the Revised Statutes, United States Code Title 35, Chap¬ 
ter 2, Section 63 and is based upon the refusal of the Com¬ 
missioner of-Patents, Defendant herein, to grant a Cer¬ 
tificate of Registration to the Plaintiff for a trade-mark 
for which application for such registration was made in 
accordance with the law in such cases made and provided. 

4 In or during January, 1934, Plaintiff adopted and 
commenced the use, as sole and exclusive owner, of an 
original and arbitrary trade-mark for fish lures, said trade¬ 
mark consisting of a fanciful figure in which a series of 
curved lines of progressing increasing length are arranged 
in a row one behind another, and all intersected centrally 
by a single continuous line, specimens showing the manner 
in which said trade-mark was, and still is, applied in 
use to be presented to the Court as set forth below; that 
said trade-mark is the sole and exclusive property of the 
Plaintiff, having been first used in interstate commerce 
among the several States of the United States since the 
month of January, 1934, as aforesaid, and continuously 
used since that date and has never been abandoned; and 
that by reason of the adoption and continuous use of the 
trade-mark, as aforesaid, by the Plaintiff, said mark 

3 has acquired in the minds of the purchasing public 
such an association with the Plaintiff and the goods 

of the Plaintiff as to indicate that Plaintiff is the true 
source or origin of goods bearing said trade-mark^ and 
that Plaintiff is the proprietor of the trade-mark and 
goods to which the same is applied 
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5. To the best of Plaintiff knowledge and |)elief, no 
person, firm, corporation, or association, other tlto Plain¬ 
tiff, has ever used, or has the right to use, in the United 
States, the trade-mark aforesaid for or in conne<^tion with 
fish lures, or goods of the same descriptive properties, with¬ 
in the meaning of the Trade-Mark Law, or has th^ right to 
use the same in connection with such goods, either in the 
identical form as shown and used by Plaintiff, o^ in such 
near resemblance thereto as might be calculated tb deceive; 
nor may any person, firm, association or corporation use 
the same without fraud upon the purchasing pjiblic and 
violation of Plaintiff ^s rights in and to said tradb-mark. 

6. Plaintiff^s trade-mark, as aforesaid, is not such a 

mark as is precluded from registration by any section, pro¬ 
vision or clause of said Act. | 

4 7. Being the owner of the trade-mark aforesaid, 

and entitled to the exclusive right to the use thereof 
on the goods aforesaid. Plaintiff, on the 15th dajj" of July, 
1939 filed in the manner prescribed by law, its ajfplication 
and petition in the United States Patent Office, praljdng that 
a Certificate of Begistration be issued to it for tiie trade¬ 
mark aforesaid; said application was assigned Serial No. 
421,610, and after compliance with the Trade-Mark Laws 
and Rules of Practice of the United States Patent Office, 
and proper proceedings had in the United States Patent 
Office, Plaintiff’s trade-mark was held to be registrable 
and was published in the Official Gazette of th^ United 
States Patent Office, dated September 19, 1939, jVol. 506, 
No. 3, at Page 547, in accordance with Section 16 of the 
Trade-Mark Act of February 20th, 1905, as amended, prof- 
ert of a certified copy of the complete file of said applica¬ 
tion being made to this Honorable Court. i 

8. On or about the 16th day of October, 1939, | a Notice 
of Opposition to the registration of Plaintiff’s trjjide-mark 
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as aforesaid was filed byllillsite Steel & Wire Works, Inc., 
and said Opposition was entitled Millsite Steel Wire 
Works, Inc. vs. James Heddon’s Sons, and assigned Oppo¬ 
sition No. 19,308, and said Opposition proceeding was 

5 dnly prosecuted before the United States Patent Office 
as follows: 

A. Plaintiff (Applicant before the Patent Office) dnly 
and timely filed its Answer to the Notice of Opposition 
aforesaid on or about November 20,1939. 

B. Times for the taking of testimony on behalf of the 
Opposer and the Plaintiff (Applicant before the Patent 
Office) were duly set by the Examiner of Trade-Mark In¬ 
terferences, and within the times so set testimony was taken 
and filed both by the Opposer and by the Appellant. 

0. Final hearing on said Opposition was had before 
the Examiner of Trade-Mark Interferences in the United 
States Patent Office on August 15, 1940, and on October 
12, 1940, the said Examiner of Trade-Mark Interferences 
rendered a decision in which it was held in effect, that 
Applicant's mark is descriptive and hence not registrable, 
and also that the Opposition should be sustained. 

D. On or about November 1, 1940, the Applicant filed 
an Appeal to the Commissioner of Patents from the deci¬ 
sion of the Examiner of Trade-Mark Interferences in said 
Opposition proceedings No. 19,308. 

6 E. On the 5th day of March, 1941, the Appeal was 
duly heard by the Commissioner of Patents and on the 

29th day of July, 1941, the said Commissioner of Patents 
rendered a decision affirming the decision of the Exam¬ 
iner of Trade-Mark Interferences as to the non-registra- 
ble character of Applicant’s trade-mark, but holding that 
the Opposition should have been dismissed, and upon re¬ 
consideration this ruling was reaffirmed in a further de¬ 
cision of September 30, 1941. 

9. Pursuant to the foregoing proceedings had in the 
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United States Patent Office, all of which will apjjear more 
fnlly and at length from a certified transcript of the record 
of said application, Serial No. 421,610, and saiji Opposi¬ 
tion proceedings No. 19,308, in Conrt to be pro<^nced, the 
Honorable Commissioner of Patents, Defendant l^erein, has 
refnsed and continues to refuse to register Plain^ff’s said 
trade-mark and to issue unto Plaintiff a Certifica^ of Reg¬ 
istration of said trade-mark. i 

10. Plaintiff alleges that the decision of the Honorable 

I 

Commissioner of Patents, adjudging Plaintiff (Applicant) 
not entitled to registration, is erroneous. j 

7 11. Plaintiff further alleges that it has | acquired 

and is possessed of a vested property right in jits trade¬ 
mark aforesaid, and in the registration thereof in the 
United States Patent Office and the deprivatioA of said 
registration by the Commissioner of Patents, I^efendant 
herein, is unlawful, and the denial of the registotion of 
the said trade-mark to the Plaintiff constitutes a! depriva¬ 
tion of Plaintiff’s property without due procesi of law, 
contrary to the provisions of the Fifth Amendmefit of the 
Constitution of the United States; and Plaintifi^ further 
alleges that the registration of its trade-mark ^foresaid 
has been refused unlawfully by the Commissioneij of Pat¬ 
ents. i 

I 

12. Plaintiff alleges that no Appeal has been ^ken by 
it to the United States Court of Customs and Paj;ent Ap¬ 
peals from the said refusal of the Commissioner! of Pat¬ 
ents to register Plaintiff’s trade-mark aforesaid; and that 
the Bill of Complaint herein is filed within six I months 
following the final decision of the Commissioner of'Patents 
refusing registration of Plaintiff’s trade-marld| afore¬ 
said. j 

8 13. Plaintiff, to more fully apprise this Hcjnorable 
Court of the grounds upon which registration of Plain- 


1 

i 
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said trade-mark was refused by the Commissioner 
of Patents, as aforesaid, hereby makes profert of a cer¬ 
tified copy of Plaintiff ^s Application, Serial No. 421,610 
and of the record of proceedings in Opposition No. 19,308, 
as shown by the records of the United States Patent Office, 
said certified copy to be produced as and when this Honor¬ 
able Court shall direct 

Wherefore, inasmuch as Plaintiff is without adequate 
remedy otherwise than by such action as the present un¬ 
der and in accordance with the provisions of Section 4915, 
Revised Statutes of the United States (U.S. Code Title 
35, Chap. 2, Section 63), and inasmuch as Plaintiff has 
exhausted its remedies under existing statutes of the 
United States, and rules regulating the practice of the 
Patent Office in such cases made and provided, Plaintiff 
respectfully prays as follows: 

A. For a decree that Plaintiff is entitled, according to 
law, to have registered, under the Act of February 20,1905, 
its trade-mark aforesaid for fish lures as specified in its 
said application for registration of said trade-mark, Se-. 
rial No. 421,610, filed in the United States Patent Office 

July 15, 1939; to receive a Certificate of Registration 
9 for its said trade-mark as specified in said applica¬ 
tion, to be issued to the Plaintiff in the name of the 
United States of America, under the seal of the Patent 
Office, and signed by the Commissioner of Patents; and to 
have a record thereof, together with printed copies of 
the drawing and statement of the Plaintiff in its said aj)- 
plication, kept in the books provided in the Patent Office 
for that purpose, and certificate to state the date on which 
tile application for registration was received in the Patent 
Office, all in due form of law as provided by the Statutes. 

B. For a decree holding that the fanciful figure com¬ 
prising a series of curved lines of progressively increas- 
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ing length, all arranged in a row one behind ai^ther, and 
all interacted centrally by a single continnoni^ Hne, is a 
distinctive, arbitrary mark, susceptible of excln$ive appro^ 
priation and registration as a trade-mark p^snant to 
Plaintiff’s- application therefcr aforesaid. I 

C. For a de<aree holding Plaintiff’s trade-m^rk, as ap¬ 
plied for in the Patent Office for registration kid shown 
in the certified copy of the record to be produced in Ooii!rt, 

. is not in conflict or confusingly similar to ^y known 

or -used trade-marks of others on goods of thie same or 
kmilar descriptive properties, and is not in conflict with or 
confusingly similar to any name, distinguis^g mark, 
10 ' (diaracter, emblem or other identification mea|is adopted 
by any institutioB, organization or society i^hich was 
incorporated in any State in the United States pHor to the 
date of the adoption and use by the Plaintiff o^| its trade¬ 
mark aforesaid, and is not descriptive or other^se. objec¬ 
tionable from the standpoint of being entitled to registra¬ 
tion. I 

D. For a decree authorizing and directing th4 Commis¬ 

sioner of Patents, pursuant to S^tion 4915, Be\^sed Stat¬ 
utes (Title 35, :U.S.CA., .Chap. 2, Sec. 63), to register 
Plaintiff’s trade-mark in due form of law and as! provided 
by Statutes. | 

E. That Plaintiff have such other and furtiier relief 

as the nature of the case may admit or require and as may 
be just and equitable. | 

Bobert F. Whitehead i 
Attorney for Plaintiff ! 

1158 Munsey Building j 
Washington, D. C. | 

Banning and Banning i 

Of Counsel- | 

One North LaSalle Street . | 

Cfhicago, Illinois | , 
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11 ANSWER TO THE COMPLAINT 


To the Honorable the Justices of the District Court of the 

United States for the District of Columbia. 

1, 2, 3. Defendant admits the allegations of paragraphs 
1, 2 and 3. 

4. He admits, for the pu^ose of this action, the allega¬ 
tions that in January, 193^ plaintiff adopted and com¬ 
menced to use in inter-state commerce the figure described 
in paragraph 4 as a trade-mark for fish lures. He is with¬ 
out knowledge sufficient to form a belief as to the truth 
of the remaining allegations of paragraph 4. 

5. He is without knowledge or information sufficient to 
form a belief as to the trutii of the allegations of x>ara- 
graph 5. 

6. He denies, for reasons hereinafter stated, the allega¬ 
tions of paragraph 6. 

12 7. He admits the allegations of paragraph 7 except 

the allegation that plaintiff is the owner of said trade¬ 
mark. He is without knowledge or information sufficient 
to form a belief as to the truth of this allegation. 

8, 9. He admits the allegations of paragraphs 8 and 9. 

10. He denies that there was error in the decision ren¬ 
dered by the Commissioner in Trade-Mark Opposition No. 
19,308, entitled Millsite Steel & Wire Works, Inc. v. James 
Heddon’s Sons, in which he held plaintiff not entitled to 
registration of the mark described in paragraph 5. He 
states that the said mark is a device which is descriptive 
of the goods to which the mark is applied and that conse¬ 
quently registration of the mark is prohibited by Section 
5 of the Trade-Mark Act of February 20, 1905 (U.S.C., 
title 15. sec. 85) as will more fully appear from the decision 


rendered by the Examiner of Interferences ani frbm the 
decision rendered by the Commissioner in Tfrade-Mark 
Opposition No. 19,308, copies of which will b^ furnished 
at the .trial. 

11. He is without knowledge or infoimatioh suffimeht 
to form a belief as to the truth of the allegation Ithat plain¬ 
tiff has acquired and is possessed of a vested property 
right in said trade-mark and denies, for reasons! aforesaid, 
that plaintiff has such property right in and registration 
of said mark. He therefore denies that his refusal of the 
registration is unlawful or constitutes .a deprivation of 
plaintiff’s property without due process of la^, contrary 
to the provisions of the Fifth Aniendment of lihe Consti¬ 
tution. I . 

12,13. He admits the allegations of paragra]i>hs 12 and 
13. I ' ■ 

W. W, Cochran | • 

Solicitor, U. S. Patenf Office,— 

Attorney for Defendant 
April 27/42 I 

13 I hereby certify that a copy of this Answer to the 
Complaint was mailed today, April 27, 19^2;, to the 

attorney for plaintiff, Bobert P. Whitehead, 11^ Munsey 
Building, Washington, D. C. I 

W. W. Cochran | 

Solicitor. | 

I 

14 STIPULATION OF MAY 24, 1943 | 


It is hereby stipulated between the attorneys for the par¬ 
ties hereto that: | 

1. Prom the record in James Heddon’s Sons! vs. Mill- 
site Steel & Wire Works, Inc., CA.. File No. ^6, tried 
before the Hon. Arthur J. Tuttle, United State$ District 
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Judge, at Detroit, Michigan, commencing July 15, 1940, 
there may be received in this case, as evidence on behalf 
of the Plaintiff, with the same force and effect as though 
duly taken herein, certain of the testimony given in open 
court before Judge Tuttle, by Plaintiff’s witnesses Eogers, 
Jacobs, Bessler, Davenport, Whittemore and Wooster, con¬ 
tained in the printed Record on Api}eal of that case filed 
with this stipulation, and found therein at the following 
places: 

Rogers— 

p. 105, first 12 lines of testimony 
p. 106, lines 12-30 
Jacobs— 

p. 129, first 8 lines of testimony 
p. 130, line 12 to bottom of page 
15 p. 131, first three lines, and lines 9-16 
p. 141, after asterisks, next 6 lines 
Ressler— 

p. 144, Ime 10 to bottom 
p. 145, lines 1-9 and last 8 lines 
p. 146, everything 

p. 147, everything, except the last line 
p. 149,kfc6t 48 l i noo (lines 16-27) 
p. 150, last 8 lines 

p. 151, everything . t 

p. 152, first 15 lines 
Davenport— 
p. 172, last 6 lines 
p. 173, first 2 lines 
p. 182, last 13 lines 
p. 190, last 4 lines 

p. 191, everything, except last 3 lines 
p. 199, lines 14-25 


V 


p. 205, all after the first 2 lines 
p. 206, everything 
p. 207, first 22 lines 
Whittemore— 

p. 236, first (14) lines of testimony 
p. 239, lines 8-22 
p. 241, line 13 to bottom of page 
Wooster— 

p. 272, last 6 lines 
p. 273, everything 
16 p. 274, first 23 lines 
p. 277, everything 
p. 278, everything 
p. 279, everything 
p. 280, everything 
p. 281, everything 
p. 282, everything 
p. 283, everything 
p. 284, everything 
p. 285, everything 
p. 286, everything 
p. 287, everything 
p. 288, everything 
p. 289, first 13 lines 
p. 301, last 9 lines 
p. 302, everything 
p. 303, everything 
p. 304, everytong 
p. 305, everything 
p. 306, everything 
p. 307, everything 

p. 308, everything, except last 3 lines 
p. 338, all after the first 13 lines 
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p. 339, everything 
p. 340, everything 
p. 341, everything 

17 p. 342, everything 
p. 343, everything 
p. 344, first 7 lines 

No portions of the testimony introduced at the trial of the 
Heddon-Millsite suit aforesaid, other than those above des¬ 
ignated, shall be received in this case nor be considered in 
any way herein. 

2. The catalog identified as Heddon Exhibit A, and so 
marked, is the catalog prepared and distributed in large 
quantities to the trade and public by the Plaintiff for the 
season of 1941. 

3. The catalog identified as Heddon Exhibit B, and so 
marked, is the catalog prepared and distributed in large 
quantities to the trade and public for the seasons of 1942- 
1943, and is the latest publication of this character pre¬ 
pared by the Plaintiff. 

4. The trade-mark involved in this proceeding was reg¬ 
istered in the State of Illinois on September 19, 1939, the 
original Certificate therefor being identified as Heddon 
Exhibit C. 

5. The trade-mark involved in this proceeding was also 
registered in the State of Michigan on October 6,1939, the 
original Certificate therefor being identified as Heddon Ex¬ 
hibit D. 

18 6. The trade-mark involved in this proceeding was 
also registered in the State of Minnesota on October 

9,1939, the original Certificate therefor being identified as 
Heddon Exhibit E. 

7. The box identified as Heddon Exhibit F, and so 
marked, is one regularly used by the Plaintiff for many 
years to contain one of its plug baits, and the label at one 
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end thereof displaying the Heddon trade-mark here in¬ 
volved is one that has been regularly used an<i affixed to 
the ends of Heddon bait boxes since the year 19^. 

8. Pages 20 to 25, inclusive, of Collier’s (April 5,1940), 
identified collectively as Heddon Exhibit G, cont^ colored 
illustrations of representative fiahiTig lures of mjany differ¬ 
ent types, as offered on the market of the Unilted States 
by various manufacturers for the season of 194]|.. 

9. The catalog identified as Heddon Exhibit! H, and so 

marked, is the catalog prepared and distributed in large 
quantities to the trade and public by The Creek IChub Bait 
Co. of Garrett, Indiana, for the season of 194p, and the 
baits illustrated therein correctly show a lar^ part of 
the line of baits made and sold by that company at that 
time. 1 

10. The several exhibits, identified as Nos. .^-H inclu¬ 
sive, may be received in evidence on behklf of the 

19 Plaintiff, and the statements descriptive thereof, as 
set out in paragraphs 2-9 herein, shall be accepted as 
true and correct ! 

11. The April 1940 number of the magazinte Esquire 

(Applicant ^s Exhibit 14 in Millsite vs. Heddon, Opposition 
No. 19,308), contains an article entitled “Some Coolers Men 
Swear By,” commencing on page 65, and, the ai^le pur¬ 
porting to express the author’s views, based in ^rt upon 
the views^ of others which have been communicated to him 
as set forth in the article in question. ! 

A. Yates Dowell 
Attorney for Plaintiff | 

W. W. Cochran I 
Attorney for 

May 24, 1943 
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20 AMENDMENT TO STIPULATION OF MAY 24,1943. 


The following amendments to the above Stipulation are 
deemed expedient to correct certain errors and to also in¬ 
clude certain explanatory matter with respect to Defend¬ 
ant’s Exhibit 2, Wooster Design Patent No. 93,370: 

Page 2, line 7, cancel “last 18 lines” and insert: lines 
16-27 

Page 2, line 5 from bottom, cancel “first 13 lines of testi¬ 
mony” and insert: first 14 lines of testimony 
Page 6, add the following paragraph: 

12. In the suit against Millsite Steel and Wire Works, 
Inc., CA. File No. 966, the Wooster Design Patent No. 
93,370 of September 18, 1934 was an issue, but before the 
trial this i>atent was withdrawn by the Plaintiff pursuant 
to a stipulation which provided that the complaint might 
be amended permitting “the entry of a decree, finding the 
Wooster Design Patent No. 93,370 invalid in view of the 
prior state of the Art.” Judge Tuttle accordingly 

21 found this patent invalid, his decree to this effect be¬ 
ing entered November 18,1940. 

A. Yates Dowell 
Attorney for Plaintiff 
W. W. Cochran 
Attorney for Defendant 

June 4,1943. 

22 OPINION OF TRIAL COURT. 

(July 24, 1943) 

Pursuant to R. S. 4915 (35 U. S. C. A. 63), the plaintiff 
seeks to have the court authorize the registration of a 
trade-mark adopted by the plaintiff in connection with its 
fish baits. 
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As originally filed'on the 15t3i day of Jnly^ 1939, the 
application stated: The.trade-mark is applied.or affixed 
directly to the lures and also to the boxes in yhich such 
lures are contained^’* The Examiner reftise4 re^stra- 
tion on the'ground that the mark was ^^desc^iptive and 
when directly applied to applicant’s goods (fisl^t lures) as 
a simulation of the. ribs of a‘fish it fails to function as a 
trade-mark to distinguish the goods of one mahufacturer 
over others of the same class.” Responsive to that ac¬ 
tion, the application was amended to read as follows: ‘‘The 
trade-mark is applied or affixed to the boxes in which the- 
lures are contained and in other manners customary in the 
trade.” As thus amended, the trade-mark was| approved 
for registration. j 

The proposed trade-mark is not easily desc^bed. In 
a general way it may be said to represent the bony struc¬ 
ture of a fish. Indeed, the plaintiff admits thai'the bony 
structure of a Shore Minnow was the inspirati<^n for the 
mark. An official of the Patent Office describe^ it as “a 
design consisting of a series of thick parallel cuiwed lines 
of gradually increasing length bisected by a he4vy radial 
line. ’ ’ The plaintifiF has called it a “herringbon^. ” 

After the approval of the mark for registratiod and pub¬ 
lication in the Official' Gazette, an opposition was filed by 
the Millsite Steel and Wire Works, alleging in part that 
applicant has applied the alleged mark to the goods in a 
manner which is merely a simulation of the ribsi of a fish 
and fails to function as a trade-mark. That applicant has 
used the mark as a decoration or ornamentation of fish 
lures but not as a trade-mark. That the said mark is not 
the proper subject matter for a valid trade-mark. That the 
mark has not been used by applicant in a manner indica¬ 
tive of the origin of the goods. I 
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23 At the time this opposition was filed in the Batent 
Office there was pending the United States District 
Court for the Eastern District of Michigan, Southern Divi¬ 
sion, Civil Action No. 944, wherein the plaintiff here 
charged the opposer, Millsite Steel and Wire Works, Inc., 
with infringement of certain of its patents, among which 
was Wooster Design Patent No. 93,370, issued September 
19, 1934, and assigned to this plaintiff; also with trade¬ 
mark infringement and unfair competition. 

Proofs were taken and a hearing was had before the Ex¬ 
aminer of Interferences in the opposition proceeding. He 
sustained the opposition, holding that the mark serves a 
utilitarian purpose and is deemed to be device within the 
meaning of the descriptive clause of section 5 of the Trade 
Mark Act of 1905. Registration was also refused by the 
Examiner on the ground that applicant’s mark is descrip¬ 
tive of the goods to which it is appropriated. 

On appeal, the Commissioner of Patents dismissed the 
opposition but upheld the Examiner’s finding that the mark 
serves a utilitarian purpose and affirmed his denial of regis¬ 
tration. Both parties petitioned for a rehearing. In over¬ 
ruling the opposer’s petition, the Commissioner simply 
stated that am still of the opinion that the opposition 
should be dismissed.” However, in dealing with the ap¬ 
plicant’s petition, he said: 

“Applicant’s petition appears to be predicated upon 
a misunderstanding of my decision. I held that the 
mark in question was nonregistrable because it *con- 
S'titutes an essential element’ and *is an integrral part’ 
of a portion of the goods with which it is used. The 
mark is a so-called ‘herringbone pattern,’ and the 
goods described in the application are fish lures. Some 
of these lures are reproductions of transparent min¬ 
nows, upon the side of which the mark is painted to 
simulate the appearance of live minnows when swim- 
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ming. Counsel for applicant insist that the presence 
of the mark adds nothing to the fish-catching value 
of such lures, and that the mark thus serves no utilitar- 
ian purpose. The mark, however, is a part jof the lure, 
and the lure would be incomplete without i^. Whether 
the mark or the lure as a whole for that majtter, is use¬ 
ful or useless in catching fish, is quite besidp the point. 
The question is whether or not the mark ip an essen¬ 
tial feature of the article as sold. In myl opinion it 

4 .. ■ 1 . >'• 1 

The testimony taken in the opposition proceeding is 
before the court, as is also the record on appeal in the case 
of James Heddon’s Sons v. Millsite Steel and 'W’ire works, 
Inc., being the suit before the Michigan court.! That rec¬ 
ord contains the evidence heard in that proceeding. 
24 Judge Tuttle’s decision is reported in 35 Fed. Supp. 
169 and affirmed in 128 F. (2d) 6. | 

It is well to keep our bearings and not lose ^ight of the 
primary purpose of a trade-mark. Generally ^d briefly 
stated, that purpose is to denote the origin of'the goods_. 
The Supreme Court has had occasion to defijae a valid 
trade-mark. In Columbia Mill Co. v. Alcorn, j 150 U. S. 
460, it was said: “It must be designed as its p^mary ob¬ 
ject and purpose to indicate the owner or producer of the 
commodity and to distinguish it from like articles manu¬ 
factured by others. • • • if the device or mark!or symbol 
was adopted or placed upon the article for the j^urpose of 
identifying its class, grade, style or quality or fo|r any pur¬ 
pose other than reference to or indication of its owner¬ 
ship, it cannot be sustained.” The Supreme Court also 
said of a trade-mark: “Primarily it is a distinguishable 
token devised or picked out with the intent to | appropri¬ 
ate it to a particular class of goods and with the| hope that 
it will come to symbolize good-will.” Beech-Nut Packing 
Co. V. P. Lorillard Co., 273 U.S. 629. I 
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The United States Court of Appeals for the District of 
Colniubia, having in mind the primary purpose of a trade¬ 
mark, has held that if such a mark serves a useful purpose 
it cannot be registered. The case of In re Goodyear Tire 
and Rubber Co., 55 App. D, C. 400, 4 F. (2d) 1013, involved 
a mark for belting, hose and tires comprising diamond¬ 
shaped projections separated by grooves. The court re¬ 
fused registration, saying: 

“The diamond-shaped projections, which appellant 
claims as a trade-mark, are clearly descriptive of the 
goods on which they are used, since they form a very 
essential part of the goods itself. In other words, these 
projections are molded on the face of a rubber tire, 
either to enhance the wear, or to prevent skidding, or 
both. Section 5 of the Trade-Mark Act of 1905 (Comp. 
St. 9490), among other things, provides ‘that no mark 
which consists merely in * • • devices which are de¬ 
scriptive of the goods with which they are used shall 
be registered.’ As suggested in brief of counsel for 
the Patent OflBce, ‘the most accurate way of describ¬ 
ing an article is possibly by the article itself.^ ’’ 

The same conclusion was reached in re Barrett Co., 48 
App. D. C. 586. It was there held that a design applied 
to the surface of roofbsg material, and formed by hori¬ 
zontal and vertical lines embossed or indented into the 
material in such a manner as to leave the surface corru¬ 
gated in squares, is a mere structural feature of the goods 
and is not registrable as a trade-mark. The court quotes 
the Assistant Conunissioner as follows: 

25 “The applicant suggests that if its mark had been 
one or two squares stamped in the corner of the sheet 
of roofing, there would have been no objection to its 
registrability if new, and asks what reason there is for 
refusing registration merely because the applicant has 
applied the mark all over the surface of the goods. 
The answer to this is that, by applying the mark all 
over the surface, the mark ceases to be a mark on the 
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surface and becomes the surface iself. The mark, if 
there was one, is entirely lost by the m^re fact of 
uniform repetition over the whole surface! It is no 
longer capable of appealing to the beholder ! as a mark 
of origin, but would inevitably create the ^pression 
that it was something else.” | 

The plaintiff uses the mark on its baits andj lures. It 
becomes an integral part of the lure, but the plaintiff 
argues that the mark has no value or function^ It seeks 
to support this contention by expert testimony and liberal 
quotations from the remarks of Judge Tuttle quring the 
Michigan trial It will serve no useful purpose here to 
quote at length from the testimony of the expels, nor to 
quote the comments of Judge Tuttle. Let one quotation 
from the deposition of Lyell J. Wooster, Sale^ Manager 
and Vice-President of the plaintiff, suffice. Tl^is deposi¬ 
tion was presented by the plaintiff in the oposition hear¬ 
ing in the Patent Office and is found in plaintiff’s exhibit 
M. At page 31 of the exhibit, the following quesifions were 
asked and answers given by Mr. Wooster on crosshexamina- 
tion by Mr. Caplan: 

“XQ160. Now getting back to the point Where we 
were before, from which we digressed; woul4 you say 
that this herring-bone pattern has anything tb do with 
the fish-getting quality of the bait on which itiappears? 

A. None other than I stated before. Thife is repe¬ 
tition. j 

XQ161. Would you review what you statpd before 
and give your qualifications for your answer?! 

A. You recently objected to repetition. ! 

Mr. Wood: I believe this is entirely repetitious. 
Mr. Caplan: Would you answer my Question, 
Please? | 

The Witness: I guess you will have to give it to me 
again. | 

(Whereupon Question 161 was here rea^d by the 
Court reporter, as above recorded.) } 
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26 Mr. Wood: The question is entirely too indefinite 
and vague. He has not said anything upon which he 
could be called upon to qualify. 

XQ162. I will rephrase the question and ask him 
once more whether the herring-bone pattern on the 
sides of the bait affects the fish-getting quality of the 
bait on which it appears. 

Mr. Wood: The same objection. 

A. No, as stated before the most important fea¬ 
tures as to the fish-getting qualities are action and color 
and markings are secondary, of a secondary impor¬ 
tance. 

XQ163. Are they of importance? 

A. That is hard to say, no two fishermen agree 
on just what factors in a bait catch the fish. I don’t 
believe you ever could get two fishermen to agree on 
exactly what get the fish. It is a matter of personal 
opinion. 

XQ164. Do you have a personal opinion as to 
whether the markings on the side of the bait affect 
the fish-getting qualities of the bait? 

A. I don’t think I do any more than any other fac¬ 
tors, as far as I am concerned.” 

Mr. Wooster would not say that the herring-bone mark¬ 
ings on the lure did not have fish-getting qualities. In¬ 
deed, he said he did not have a personal opinion whether 
they did or did not. His answers may be said to sununar- 
ize the testimony before the court in this connection. 

The fact remains that the plaintiff has made liberal use 
of this marking on its products and frequently placed the 
mark on both sides of the lure. When so used the mark 
becomes a very essential part of the lure. 

The court agrees with the Patent Office tribunals and 
finds that the marking is an essential element in giving the 
lure the desired appearance and serves a useful purpose. 
Therefore, it is not entitled to registration as a trade-mark 
and the complaint must be dismissed. 
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It is so ordered and counsel for defendant prepare 
and submit appropriate findings of fact and (^nclnsions 
of law in accord herewith. I 

O. B. Lnhring i 

Justice. { 

July 24, 1943. 

27 PLAINTIFF’S PEOPOSED FINDINGS Oil FACT 

(Not Approved) j 


1. Same as Defendant’s No. 1. | 

2. Same as Defendant’s No. 2. j 

3. In substitution of Defendant’s No. 3, the fo^owing; 

3. The mark here sought to be registered has fre¬ 
quently been applied by the plaintiff (1) to the sides 
of lures whose form and shape, in some casds, are re¬ 
motely suggestive of small fish such as minnows which 
are commonly used as bait; has frequently! been ap¬ 
plied by the plaintiff (2) to the sides of luiks whose 
form and shape, in ^me cases, are not at ajl sugges¬ 
tive of small fish of any kind; and has frequently been 
applied by the plaintiff (3) to opi>osite facesj of a me¬ 
tallic plate lure, known as a * ‘ spoon, ’ ’ which, in appear¬ 
ance or suggestion, is unlike any known fish | or water 
animal yet is accepted by the fishing public a^ a stand¬ 
ard form or type of bait. 

28 4. In substitution of Defendant’s No. 4, the f|)llowing: 

4. Certain of the small fish used as bait hhve more 

1 

or less translucent bodies and, if they are ^ewed in 
the proper light, with the aid of a magnifying glass, 
their rib structure is visible. | 

5. In substitution of Defendant’s No. 5, the folloydng: 

5. The mark sought to be registered, if applied to 


I 
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the sides of fish-sbaped hires, may be suggestive of 
. tbe bone structure of a fifth, assuming that such bone 
stmcture is visible at alL 

6. In substitution of Defendant’s No. 6, the following: 

6. The Plaintiff, received its inspiration for the mark . 
sought to be registered from little shore minnows 
whose appearance, with exaggeration, might suggest 
an internal vertebrae which the Plaintiff considered 
would afford an attractive, decorative feature for baits 
regardless of form, shape, or degree of similitude (if 
any) to any natural thing. 

7. In substitution of Defendant’s No. 7, the following; 

7. The Plaintiff’s statement in its advertising that 
they “were intended to simulate the appearance of 
those little shore minnows whose backbone and ribs 
show through the flesh as you see them in* the water” 
has reference to the transparency features as embod- 

29 ied in certain shore-minnow colors, the subject of the 
sentence whidi appears in Plaintiff’s 1941 catalog, 
page 5; and with reference to the mark in issue, the 
Plaintiff’s further statement that it “adds to the lur¬ 
ing qualities” of certain lures is a broad assertion that 
applies to almost all marks and colors which presu¬ 
mably enable the fish better to see the bait. 

8. In substitution of Defendant’s No. 8, the following: 

8. The evidence shows that there is a difference of 
opinion as to the supposed utility of the various fac¬ 
tors relied upon in attracting fish, but that most fish¬ 
ermen consider it is primarily bait movement, and sec¬ 
ondarily color or marking, which has value in this 
connection, the form or design of the marking .being 
unimportant except as it aids in enhancing visibility 
of the bait to the fish. The mark in issue has possibly 
some utility in the sense that it presents a figure or 
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design of some sort in contrast to the body 'color, and 
on this account may enable the fish to se^ the bait 
better, the same as would countless other figures or 
designs of equal prominence, but mere presence of the 
mark upon a bait is not a proven factor in 
its luring value. 

9. In substitution of defendant’s No. 9, tlje follow- 
ing: [_• 

30 9. The evidence shows that application o^ the mark 

to certain of the lures has presumably ad<^ed some¬ 
what to their eye-appeal, inasmuch as it niay be re¬ 
garded as a feature of ornamentation, andj the baits 
so marked have in some cases been sold in increasing 
quantities due to various causes, such as ^ales pro¬ 
motion effort; in other cases the baits so mairked have 
not enjoyed increased sales; and in still otfier cases 
the baits so marked have sold in far less quantities 
than have the same baits minus the mark. i 

10. In substitution of Defendant’s No. 10, the following: 

10. The mark sought to be registered wajs applied 

to the lures both to improve their appearance and to 
indicate the origin of the lures. > | 

11. In substitution of Defendant’s No. 11, the Allowing: 

11. The mark, as applied to lures, forms attrac¬ 

tive and distinctive design indicative only qf Plain¬ 
tiff’s manufacture, and is useful in connect^n there¬ 
with in that capacity primarily. | 

12. In addition to Defendant’s Nos. 1-11, the folljowing: 

12. The Plaintiff has regularly applied ^e mark 
here sought to be registered to the end panelsj of boxes 
in which its baits are individually contained, by af¬ 
fixing thereto a printed sticker whereon the! mark is 
displayed along with the notice *‘Trade-Mar|k Beg.”, 
together with the sub-joined words *‘Heddon ‘Shore- 


pnhancing 


24 


31 Minnow’ ”, and the boxes so marked have been prac¬ 
tically all of the Plaintiff’s boxes, since the 1939 fish¬ 
ing season, used for containing baits. 

13. The mark in issne, when applied to boxes con¬ 
taining baits which are variously marked, colored or 
decorated, serves primarily to indicate the origin of 
the Inres. 

14. The mark in issne, when applied to boxes con¬ 
taining baits which are variously marked, colored or 
. decorated, forms no useful part of the lures. 

15. The mark is exteriorly applied to bug-type baits, 
to fly rod baits, and to spoon baits of Pl^tiff’s manu¬ 
facture, but none of such baits, assuming similitude to' 
any natural thing, are formed with vertebrae or in¬ 
terior bone structure. In all such cases the mark is 
incapable of forming any useful part of such baits. It 
serves primarily to indicate origin of such lures. 

16. The mark, as used by the Plaintiff, is a wide 
departure from anything known in the bone structure 
of fishes; it presents a series of tapered, straight lines 
extending oppositely and angularly from a straight 
centr^ line running for the length of the mark, the 

32 whole in a balanced symmetrical formation; and this 
feature of a balanced symmetrical' arrangement of 
straight lines is distinctive and different from any¬ 
thing found in nature. 

17. The mark in issue, when applied to boxes con¬ 
taining baits, is arbitrary, distinctive, meaningless, 
and without significance except as it may come to de¬ 
note the badge or symbol of a particular manufacturer 
of baits. 
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33 FINDINGS OP FACT 

(Adopted) 

1. Tills is an action nnder B. S. 4915 (U.S.d. title 35, 

sec. 63) in which it was sought to have the Conri find that 
the plaintiff, Janies Heddon’s Sons, is entitled t(^ registra¬ 
tion of the trade-mark disclosed in trade-mark application 
No. 421,610, which mark consists of thick parallel arcuate 
lines, of gradually increasing length, bisected a heavy 
radial line. | 

2. The application states that the mark is applied or 
afiSxed to the boxes in which fish lures are contained ^^and 
in other manners customary in the trade.’’ Th^ applica¬ 
tion, as filed, also stated that the mark was “applied or 
aflSxed directly to the lures,” and the evidence shows that 
the mark has been used to a great extent in this njianner. 

3. The mark here sought to be registered jhas fre¬ 
quently been applied by the plaintiff to the side^ of lures 
which are shaped in imitation of small fish sucp as min¬ 
nows, which are commonly used at bait. i 

34 4. Certain of the small fish used as bait have more 
or less translucent bodies and, if they are vjiewed in 

the proper light, as against a lighted backgrouhd, their 
rib structure is visible. 1 

I 

5. The mark sought to be registered, when applied to 

the sides of fish-shaped lures, suggests the bone Structure 
of a fish, as seen against the light. i 

6. The mark sought to be registered was suggested to 
and adopted by the plaintiff because, as applied', to fish- 
shai)ed lures, it suggested the bone structure of the [fish. 

7. The plaintiff, in its advertising, has repeat^y em¬ 
phasized the similarity of the mark to the bone sitructure 
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of a fish and has stated that the mark ^^adds to the Iniing 
qualities’’of certain lures.’ 

8. The evidence shows that there is a difference of 
opinion as to the utility of the mark in attracting fish, but 
that some fishermen, at least, consider that it makes the lure 
more attractive to the fish. 

9. The evidence shows that the application of the mark 
to the lures makes them more attractive to fishermen, and 
has resulted in increased sales. 

10. The mark sought to be registered was applied to 
the lures primarily to improve their appearance, and not 
to indicate the origin of the lures. 

11. The mark, as applied to lures, forms a useful part 
of them. 

35 CONCLUSIONS OP LAW 

(Adopted) 


1. The purpose of a trade-mark is to denote the 
origin of the goods to which it is applied. 

2. A mark which forms a useful part of Ihe goods to 
which it is applied is descriptive of the goods. 

3. If the mark, as applied, serves a useful purpose, it 
cannot be registered as a trade-mark. 

4. If a trade-mark, as applied to some goods, serves 
a useful function, it cazmot be registered merely because 
it is also applied to other goods on which it does not serve 
such a function. 

5. Plaintiff is not entitled to the registration here 
sought. 

6. The complaint should be dismissed. 

O. B. Luhring 

' Justice 




36 JUDGMENT 


This action came on to be heard at this term aad there- 
npon, upon consideration thereof, it is this I2t)i day of 
January, 1943 1 

Adjudged that the complaint in this case be, and Ithe same 
hereby is dismissed with costs against the plaintiff. 

0. E. Lidiring 1 

Justice I 

Approved as to form: j 

A. Yates Dowell 1 

Attorney for Plaintiff j 

37 < NOTICE OP APPEAL . I 


Notice is hereby given this 5th day of April, 1£[44, that 
James Heddon’s Sons, the Plaintiff herein hereby j appeals 
to the United States Court of Appeals for the District of 
Columbia from the judgment of this Court entere4 on the 
17th day of January, 1944 in favor of Conway P. Ccje, Com¬ 
missioner of Patents against said James Heddonjs Sons, 
the Plaintiff. I 

A. Yates Dowell 
Attorney for Plaintiff 
James Heddon’s Sons 
A copy of the foregoing has been 
sent to W. W. Cochran, Solicitor, 
this 5th day of April 



I 
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38 ORDER 


Upon motion of James Heddon’s Sons, plaintiff herein, 
by its attorney A. Yates Dow^ it is ordered that the orig¬ 
inal exhibits may be sent to the Oonrt of Appeals in Uen 
of copies. 

0. R, Lnhring 
Judge 

April 5th, 1944. 

I consent: 

W. W. Cochran 

Attorney for the Defendant 


39 DESIGNATION OF RECORD ON APPEAL 


We hereby designate for the record on appeal the fol¬ 
lowing: 

1. Complaint 

2. Answer 

3l Stipulation (May 22, 1943) and Amendment there¬ 
to (May 24,1943) 

4. Opinion of July 24,1943 

5. Plaintiff’s Proposed Findings of Fact 

6. Findings of Fact and Conclusions of Law Approved 
by the Court 

7. Judgment 

8. Notice of Appeal 

9. Memo of Bond on Appeal 
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10. This designation I 

IL Plaintiff’s Exhibits A to M, inclnsive | 

12. Defendant’s Exhibits 1 to 4, inclnsive I 

13. Order as to Exhibits I 

A. Yates Dowell I 

Solicitor for Plaintiff 


April 5th 1944 I 

A copy of the foregoing has been handed to W. W. 
ran, Solicitor U. S. Patent Office, Washington, |d. C 
5th day of April, 1944. i 
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?Hnttetf States; Conrt of ^jpeaU: 

DISTRICT OF COLUMBIA j 

I 

. I 

Appeal No. 8758 

i 

James Heddon^s Sons, appellant 

V. 

I 

Conway P. Coe, Commissioner of Patent^, appellee 

- i 

I 

APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF 
THE UNITED STATES FOR THE DISTRICT OF COLUMBIA 

j 

BRIEF FOR THE COMMISSIONER OF FATEHS 

j 

. I 

INTRODUCTION | 

This is an appeal from the judgment of tl|e District 
Court of the United States for the District df Colum¬ 
bia (27)^ dismissing appellant’s complaint brought 
under Section 4915 R. S. (U. S. C., title 3^, sec. 63) 
to authorize the Commissioner of Patents tp register 
as a trade-mark, for fish lures, a so-called heirringbone 
design, which is reproduced on page 7 of appellant’s 
brief. As stated in the opinion of the tij’ial court 
(15) the application for registration stated that the 
mark was “applied directly to the lures apd also to 
the boxes in which such lures are contained.” 

_ I 

^The numbers in parentheses refer to pages in iappellant's 
appendix. j 

i 
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Registration was refused on the ground that the mark 
is not a proper means of indicating origin of the 
goods, but is a functional part of the goods on which 
it is used. 

SUMMABY OF ABGUHENT 

1. A mark which serves a useful purpose apart 
from indicating origin of the goods on which it is 
used, is not susceptible of exclusive appropriation as a 
trade-mark. 

2. The herringbone design here sought to be regis¬ 
tered serves a useful purpose other than the indication 
of origin of the goods. 

ABOXJUENT 

A mark which is a functional part of the goods cannot be 

registered 

It should be evident, on principle alone, that no 
useful part of an article should be susceptible of ap¬ 
propriation as a trade-mark. If this could be done, a 
monopoly of a useful article could be created without 
the necessity of invention being present and, since 
trade-marks are renewable indefinitely, such monopoly 
could be made perpetual. 

This proposition is supported by authority as well 
as by principle. Thus, in In re Goodyewr Tire and 
Rubber Co., 55 App. D. C. 400, 4 F. (2d) 1013, a mark 
for belting hose and tires comprising diamond-shaped 
projections separated by grooves, was held not regis¬ 
trable, by this Court, which, in its opinion, said: 

The diamond-shaped projections, which appel¬ 
lant claims as a trade-mark, are clearly descrip- 
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tive of the goods on which they are used, since 
they form a very essential part oi the goods 
itself. In other words, these projections are 
molded on the face of a rubber tire either to 
enhance the wear or to prevent ikidding or 
both. Section 5 of the trade-mark act of ;1905, 
among other things provides “Thsit no mark 
which consists merely in * * j * devices 
which are descriptive of the goods [with which 
they are used shall be registered.*’ As sug¬ 
gested in brief of counsel for the Pattent Office— 
‘‘the most accurate way of describilig an arti¬ 
cle is possibly by the article itself.'’ 


A similar conclusion was reached in In\re Barrett 

I 

Company, 48 App. D. C. 586, in which it w^s held that 
a design embossed on roofing material cc^uld not be 
registered because it formed a useful part of the 
goods. 

Similarly, in In re Forged Steel Products Co,, 121 
P. (2d) 492, 28 C. C. P. A. 1269, it was l^eld that a 
design for the handle of pliers comprising raised or 
countersunk recesses could not be registered because 
the recesses gave a better friction grip and l|hus served 
a useful function. The Court, in its decisiojn, said; 

It is clear, therefore, from the recod’d that the 
circular recesses in appellant’s alleged trade¬ 
mark are a part of appellant’s pliers and have a 
utilitarian function. The alleged mark is, there¬ 
fore, not registrable. ! 


Several decisions by the same Court, supporting this 
proposition, were cited. i 

The appellant argues that functional portions of 
an article may sometimes be registrable if | the func- 
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tional advantage ‘‘may be secured by any other similar 
mark or means’’ (brief, page 35). It seems ques¬ 
tionable in view of the above authorities, whether 
this is the case, but this need not be determined in the 
present instance, since, as will later be shown, the ap¬ 
pellant’s mark has a function which is derived from 
its particular shape and which could not be equally 
well secured by “any other similar mark or means.” 

Appellant’s mark is a fnnctional part of the lure 

The trial court, in its opinion, (17) pointed out that 
the purpose of a trade-mark is to denote origin and 
quoted the following from the decision of the Supreme 
Court of the United States in Columbia Mill v. Alcorn, 
150 U. S. 460: 

It must be designed as its primary object and 
purpose to indicate the owner or producer of 
the commodity and to distinguish it from like 
articles manufactured by others. 

In the present case, the record clearly shows that 
the mark sought to be registered was not adopted 
for this purpose but to make the lure more attractive, 
if not to the fish, then at least to the fisher. Thus the 
appellant, in 1934, obtained design patent No. 93,370 
(defendant’s exhibit 2) which is based on substantially 
the mark here involved. This patent states that the 
“fish bait body is of conventional form” and the in¬ 
vention, therefore, was in the surface ornamentation, 
the dominant feature of which is a marking similar 
to the present one. Clearly, therefore, this mark was 
adopted because of its appearance, since it could not 
have supported a design patent on any other basis. 
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Further, it clearly. appears from the testimony of 
Wooster, who originated the design, that it was 
adopted because it was ornamental. This witness 
testified (plaintiff^s exhibit K, page 273) that “When 
we brought out these transparent little baits, the idea 
occurred to me that if we could put an exaggerated 
bone ejffect on these over our transparent baits, it 
would give the suggestion of those little mii|mows, and 
would be a very decorative feature on the baits. To 
the same effect is the statement on page 5 cif the 1941 
Heddon catalog that the ribbed baits “wer^ intended 
to simulate the appearance of those little shore min¬ 
nows whose backbone and ribs show througli the flesh 
as you see them in the water.j 

These facts leave no reasonable room for ^oubt that 
the mark was adopted because it was th(iught that 
it would be more attractive to the fisherman, if not 
to the fish, and not with any idea of distinguishing 
Heddon baits from similar baits made by others. 
This conclusion is strengthened by the staljement on 
page 5 of the 1941 Heddon catalog that “Ifhis shore 
minnow or rib coloration has become uiiiversally 
popular and during the years has been j generally 
recognized as distinctively Heddon.’^ This Statement 
seems to establish that the design became pdpular be¬ 
cause of intrinsic merit and was recognized as Heddon 
merely because Heddon was the first to use i\. There 
is no suggestion whatever that the marl^ing was 
primarily intended to distinguish Heddon | products 

from those of others. | 

1 

It should also be noted that the mark, as| used on 
the bait, is not accompanied by such words as “trade- 
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mark,’’ which would suggest to the public that the 
mark was intended as such, but would lessen the 
resemblance of the bait to a minnow. The mark 
obviously does not, inherently, denote origin in any 
way and no one seeing it on a bait in the position in 
which it is used would receive any intimation that 
it was connected with any particular company, or 
that it was intended to represent anything other 
than the bone structure of the fish represented by 
the bait. 

Under the circumstances it is submitted that the 
mark is a part of and descriptive of the goods, 
whether or not it actually makes the bait more attrac¬ 
tive to fish. The mark was applied, not to indicate 
origin, but to simulate the actual appearance of a 
minnow, and the record clearly indicates that Heddon 
baits having this design proved more popular than 
Heddon baits having other designs. Clearly, it made 
a different and more attractive article, and the mark 
was an essential part of this article. It is clear that 
the mark makes the transparent bait resemble a 
minnow more closely and that, whether correctly or 
not, many fishermen suppose that bait accurately 
simulating a minnow will be more effective than bait 
which resembles a minnow less closely. Under these 
circumstances no one should be granted a perpetual 
monopoly on the bait which is so marked as most 
nearly to resemble minnows. 

Moreover, it is believed that the evidence warrants 
the conclusion that the mark here in question does 
make the bait more effective, at least under some 
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circumstances. It cannot be seriously disputed that 
the mark, at least as applied to certain baits, makes 
their resemblance to minnows more exact. This is 
repeatedly asserted in the Heddon catalogs (1941, page 
5, 1938, 1939, pages 4 and 6), and is also stated by 
appellant’s witness Wooster and by the, witnesses 
Hubbs and Coller whose testimony is found jin volume 
II of defendant’s exhibit 3. There is no <^oubt that 
fish can see and it seems to be generally a^eed that 
they can distinguish colors, at least to some extent. 
Accordingly, in the absence of evidence t<| the con¬ 
trary, it is reasonable to suppose that their vision 
generally corresponds with that of men and that they 
would be more attracted by a bait simulating |a minnow 
or some other thing which fish eat, than byj some ar¬ 
bitrarily shaped object. 

The appellant relies heavily on the decisiofi of Judge 
Tuttle in James Heddon^s Sons v. Millsite Steel and 
Wire Works, Inc,, 35 F. Supp. 169, in which case the 
present mark was involved. It should be ijoted that 
this decision held that the appellant was not ^titled to 
exclusive use of this mark and that the decision was 
affirmed on appeal (128 F. (2d) 6). The j decision, 
therefore, supports the appellee’s position rather than 
that of the appellant. Judge Tuttle’s remarks as to 
what a fish sees and thinks are dictum and ^re in no 
way controlling here. It may be noted, more<j)ver, that 
his conclusions are based on the assumption! that the 
bait is so moved that the fish does not see it (^istinctly, 
since he states that “In still fishing, the fish| sees the 
bait.” It would seem to follow that if the iait were 
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moved slowly or were at rest the fish might see it 
distinctly and be attracted to it. 

There is a considerable amount of evidence to the 
effect that the mark here involved makes the bait 
more effective. Thus Wooster testified (plaintiff’s 
exhibit K, pages 339 and 340) that the only criterion 
as to the effectiveness of bait was the amoimt of sales 
and that bait having this mark outsold others by as 
much as twice, and therefore might be assumed to be 
twice as good a fish getter. He also stated that, in 
his opinion, a bait having this mark would catch more 
fish than one without it. The testimony of CoUer 
(defendant’s exhibit 3, volume II, pages 38 to 40) is 
to the same effect. The contrary evidence consists 
merely in opinions by others that the marking would 
not improve the bait. The article in Esquire, while it 
indicates that movement may be the most important 
thing, clearly suggests that color may be a factor 
under some conditions. The present mark, being of a 
color contrasting with that of the body of the bait, 
may thus be useful. The author of the article sug¬ 
gests that one should try all the “gadget” baits, and 
clearly indicates that there is little or no definite in¬ 
formation as to the effect of color, markings, and 
form in fish lures. 

On the whole, it is believed that the evidence may 
be fairly summed up by saying that some persons 
consider that the mark makes the bait better, while 
others hold a contrary view. Since the matter is thus 
doubtful, it is thought that the mark should not be 
registered, not only because of the presumption that 
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the Patent Office decisions are sound v. Coe, 

71 App. D. C. 195) but because a perpetual iponopoly 
should not be granted on a feature, which, ir( the sin¬ 
cere opinion of m^y persons, has a definite utility. 

It seems clear that, in case of doubt as to fijinctional 
utility, the doubt should be resolved against iregistra- 
tion. The appellent had an indefinite number of 
purely arbitrary designs from which to select l[is trade- 
nmrk. Accordingly, the refusal to register One such 
mark, if it is in fact purely an arbitrary pne, can 
occasion no great hardship. On the other haijd, if the 
mark does have utility, or if it makes the b^it more 
attractive, then the appellant should not be allowed to 
exclude others forever from using it, since th^s would 
result in a very real hardship. | 

A further important factor, and the one (|n which 
Judge Tuttle based his decision, is the chai|acter of 
the advertising used by the appellant in cotnnection 
with the present mark. Such advertising, Judge 
Tuttle found, was clearly calculated to make the 
public believe that the mark is useful; that \t makes 
the fish mistake the bait for a shore minnow ^nd thus 
bite on it. Typical of this advertising are tl^e state¬ 
ments in the 1938 and 1939 catalogs (page 6 of each) 
that ‘‘you can see what the fish sees under| water 
and that in the 1941 catalog, page 38, that “This 
unique design adds to the luring qualities of these 
famous wounded minnows.’^ 

As has been noted above, Wooster, who Resigned 
the mark here in issue, testified that he selected it 
because “it would give the suggestion of thdse little 
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miimows’’ which are eaten by larger fish. The appel¬ 
lant’s advertising has stated that ‘‘you see what the 
fish sees,” from which it follows that an object which 
looks like a shore minnow to the fisher will have the 
same appearance to the fiish and, if an object seems 
to the fish to resemble something on which it normally 
feeds, one would naturally suppose that the fish 
would attempt to eat it. Certainly this is the im¬ 
pression which the appellant has sought to convey 
by its advertising. 

The appellant attempts to dismiss its assertion that 
“you see what the fish sees” as “an entirely in¬ 
offensive statement” the accuracy of which “cannot 
be proved or disproved.” (Brief, page 30). It is 
not explained why the appellant in its advertising 
undertook to assert as a definite fact something which 
it now contends is not even susceptible of proof; 
but it must at least be assumed that the statement 
represented the appellant’s honest opinion at that 
time and, presumably, at the time when the design 
was adopted. It will be noted that the mark was not 
referred to as indicating the origin of the bait, but as 
improving its luring qualities. 

It is submitted that the appellant, having widely 
advertised the mark in issue as improving the appear¬ 
ance and efficacy of the lures, is now estopped to 
obtain the registration of the mark on the groirnd 
that it does not have the very effects which it was 
advertised as having. It would be extremely inequi¬ 
table to permit one who has advertised a feature as 
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useful to secure a perpetual monopoly of it on the 
ground that it is useless. 

It should be noted that, even if it should be held that 
the mark does not increase the attractiveness of the 
lure to the fish, it obviously does increase its attrac¬ 
tiveness to the fishers, either because of improved 
appearance or because many of them think, | however 
mistakenly, that it will catch more fish. Obyiously, a 
feature which naakes a lure more desirable tjo fishers 
has functional utility, regardless of its effect on the 
filsh. As was said by the Court in James Beddon^s 
Sons, Inc. v. South Bend Bait Co. (C. C. A. i7th Cir¬ 
cuit), 14 F. (2d) 805, certiorari denied, 273 IT. S. 
737; 

Perhaps it would be more accurate toj say that 
Dill’s object was to produce a bait 'v^ch the 
sportsmen who used it believed fish wopld strike 
at more readily; for Dill’s was, no do^bt, pro¬ 
ducing a product to sell to the fishenban, not 
to the fish. The fisherman’s recreatiop and re¬ 
sulting pleasure may well be of two kipds, fish¬ 
ing and catching fish. Fishing tackle may use¬ 
ful as defined by the statute, even though used 
exclusively in ^‘fishing.” j 

There seems to be no room for doubt that iihe pres¬ 
ent design enhanced the attractiveness of th^ lure to 
the ‘‘sportsmen” who use such goods. As abo-|e noted, 
one of appellant’s catalogs states that “This shore 
minnow or rib coloration has become universally x)op- 
ular,” and Wooster testified that lures having this 
finish sold “roughly twice as well” as thosej having 
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other finishes. It follows that the mark should not 
be registered regardless of its effect or lack of effect 
oh the fish. 

The appellant argues that his mark, as used on the. 
boxes in which the lures are sold, has no utility. 
However, the registration sought is for use “affixed to 
the boxes in which the lures are contained, and in 
other manners customary in the trade.” Such “other 
manners” as shown by the testimony and by the fact 
that the appellant’s application as filed stated that 
the mark was applied “directly to the lures,” obviously 
include use on the lure itself. Accordingly, the ques¬ 
tion as to whether the mark could have been registered 
if used on the boxes alone is not presented. How¬ 
ever, since the mark is the dominant feature of the 
lure, its use on the box is merely descriptive of the 
lure, and is equivalent to a picture of it. Accord¬ 
ingly, the mark could not properly be used on the box, 
at least so long as it was used on the lure itself. 

It may be observed that the bait involved in the case 
last cited was made in the shape of a minnow, with a 
surface simulating fish scales, and that the court 
stated that the plaintiff (who is the appellant in the 
present case) contended that “his contribution was 
novel and represented invention. He sought to attain 
still greater attractiveness and to simulate more per¬ 
fectly the live minnow.” This idea that the simula¬ 
tion of a minnow made the bait more attractive seems 
strangely at variance with the position taken by the 
appellant in the present case. 



CONCLUSION 


It is submitted that the mark here in issue is not a 
proper means of denoting origin, but is a functional 
part of the goods and, as such, was properly refused 
registration. [ 

I 

Respectfully submitted. | 

W. W. Cochban, I 

Solicitor, United States Patent Office, 

Attorney for Appellee, 

E. L. Reynolds, | 

Of Counsel, 1 

September 1944. i 
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Appeal from the District Court of the United! States for 

the District of Columbia I 


APPELLANT’S REPLY BRIEF. 


In appellee’s brief, page 4, it is stated ‘‘the lappellant’s 
mark has a function which is derived from its| particular 
shape and which could not be equally well secured by “any 
other similar mark or means. ” The proof (if apy) of this 
allegation calls for facts, not speculation. ! 
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In the effort to substantiate this assertion, appellee re¬ 
lies npon factors of (1) attractiveness (2) omamen- 
tality (p. 4-5) and (3) supposed greater effectiveness (p. 
6) claimed to be inherent in Heddon’s bait. The ensuing 
pages of appellee’s brief deal largely with this point in 
which the argument is based mainly upon inference. Such 
factual testimony as is relied upon for support of this 
statement is not the weight of the evidence, but rather ex¬ 
cerpts therefrom separated from other evidence, often by 
the same witnesses or from the same sources, tending plain¬ 
ly to qualify or negative the conclusions that have been 
reached. For example: 

On the question of the Heddon baits being attractive and 
also ornamental, there can be no quarrel. It is unthink¬ 
able that any manufacturer could succeed or survive with¬ 
out regard to the factor of eye-appeal. But Heddon’s ef¬ 
forts to incorporate attractiveness and ornamentality, also 
effectiveness, into a fish lure have never been confined to 
those which bear the mark in controversy; nor have such 
baits been distinguishably more attractive, ornamental or 
effective than other baits which have not carried the mark. 
This assertion which is indisputably established by the rec¬ 
ord precludes the drawing of any such categoricaal con¬ 
clusions as appellee has advanced. 

The two hundred odd lures beautifully illustrated on 
pages 20-25 of Exhibit G suggest strongly that no one has 
any monopoly on baits which are attractive, ornamental 
and effective They also indicate plainly that for these 
products countless- surface decorations and marks have 
been adopted, some characterized by spots (Nos. 31, 68, 
71, 108, 114, 119, 149, 151, 191) others by dashes or short 
lines (Nos. 33, 40), others by pronounced scale finish (Nos. 
98,110,120,130,179), others by contrasting color splotches 
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(Nos. 48, 52, 75, 98, 99, 100, 105, 110, 112, lfl5, 116, 120, 
127, 148, 181, 183, 185, 186, 188, 192) and stjil others by 
bars or stripes (Nos. 57,193 and 196—see als<| Exhibits A, 
B and H). Any and all of these various markings are open 
to any manufacturer for adoption. The fa|it that they 
differ in appearance so as to present a varieljy that is al¬ 
most countless suggests very strongly that j there is no 
unanimity of views as to which, if any, is sui)erior in re¬ 
spect of attractiveness, ornamentality or effectiveness. In 
all this display of bait offerings, Heddon is alone in feat¬ 
uring a lure which consists *‘of a series of thick,, parallel, 
curved lines of gradually increasing length bisected by a 
heavy radial line”, as described by the Exaijainer of In¬ 
terferences. It is rather preposterous, we think, to con¬ 
clude that none of these multitudinous competitive baits, 
all lacking the Heddon mark, are thereby functionally in¬ 
ferior in any degree. In fact, in Heddon’s owh experience 
with red head baits lacking the mark,, ‘^the Shore- 
Minnow finish is far outsold by the other*^' (M-^9). So. we 
say that appellee is without authority in assorting, as it 
has, that there is anything of a functional oij utilitarian 
character on the Heddon mark that is not equj^lly present 
in ^‘any other similar mark or means” (p. 4). j - 


The appellee, while crediting Heddon with | seeking to 
make its lures more attractive, ornamental, effective, etc., 
denies there has been any purpose on Heddoh^s part to 
have the mark denote origin of the goods (p^ 5). This 
inference is amply rebutted, we think, by Heddon ^s ex¬ 
tended efforts to publicize the mark in literatuie, and also 
to display it as a trade-mark where it could setve only in 
that capacity. The space and stress devoted to| a showing 
of the mark in Heddon catalogs 

1940 (Pltf. Ex. 1-15), p. 4 and 38; 

1941 (Pltf. Ex. A) p. and 38; | 

1942-1943 (Pltf. Ex. B), p. 4 and 28; | 
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can be explained only on the theory that Heddon was seek¬ 
ing to impress npon the public that the mark in question 
is a distinguishing feature of Heddon baits without regard 
to type, i e.f both casting and fly lures. We consider these 
unusual publicity steps constitute effective refutation of 
appellee’s inference of “no suggestion whatever that the 
marking was primarily intended to distinguish Heddon 
products from those of others”, as stated on page 5 of its 
brief. 

And, as if that were not enough, Heddon. has caused the 
mark to be carried upon tho boxes in which its baits are 
individually contained, together with the notice “Trade- 
Mark Reg.” (see Pltf. Ex. F). Criticism is made because 
the mark ds applied to the Heddon baits, is not accompan¬ 
ied by such words as “trade-mark” (p. 5). Such a prac¬ 
tice, it should be noted, is never required, nor is it commonly 
resorted to where the article itself would be disfigured by 
presence of the notice “Trade-Mark”, or where the dis¬ 
play would not be legible on account of diminutive size of 
the article, as, for example, on any of the fly lures depicted 
in the Heddon catalogs. But to be sure that there might 
be no mistake concerning its significance, Heddon has ap¬ 
plied the notice of trade-mark to each box in which the 
bait is contained when displayed for sale, and when sold 
and delivered. When placed in use, the bait may soon lose 
its distinctive markings due to wear and tear and abrasion, 
but up to that time Heddon has sought by every means 
possible—^by the published literature, by the bait boxes, 
and by the baits themselves—^to establish in the owner’s 
mind that the mark is a badge or symbol of Heddon manu¬ 
facture, that it is, in fact, a “Trade-Mark Reg.” 

Appellee’s assertion that “the mark was applied, not to 
indicate origin, but to simulate the actual appearance of 
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a minnow”, is challenged as is also the further statement 
that **the record clearly indicates that Heddoi^ baits hav¬ 
ing this design proved more popular than Hbddon baits 
having other designs” (Brief, p. 6). Again v^e say these 
are inferences that lack support when the entire evidence 
is considered, so let us look at the facts. | 

I 

t* • • • the mark makes the transparent bait resemble 
a minnow more closely” is an assumption o:^ appellee’s 
that finds no support by Davenport (a bait manufacturer) 
who says that, when applied to a bait, it would not duplicate 
the appearance of a live fish, nor would it have jany appeal 
to a fish (M-49); nor does it find any suppoii| in the re¬ 
marks of Judge Tuttle (himself a very experieijiced fisher¬ 
man) who said he wouldn’t have to be very bri|(ht to make 
a thing that would look more like a shore m^ow than 
anything (including the Heddon baits) that wjas present 
before him in Court on a board (K-206, 207)). pN’or is this 
claim in line with the article “Some Colors ]5(len Swear 
By” (Exhibit 14) where the author, in commencing on the 
sales in America of twenty to thirty million artificial baits 
a year, thus observed: “They’re unreal. Theyj’re fantas¬ 
tic. They’re like nothing that swims, walks or flies”; and 
concluded with this advice: << • • • buy all thb different 
colored baits and all the goofy patterns and siiapes you 
can afford to finance There’s a certain amouit of solid 
satisfaction in owning one of those gaudy and isaucy and 
miraculous creations.” ^ j 

The unwarranted conclusion expressed by aj^pellee (p. 
6) that “no one should be granted a perpetual monopoly 
on the bait which is so marked as most nearly t^ resemble 
minnows”, ignores the facts that (1) many ye^rs of ex¬ 
perience has taught Heddon that baits which simulate as 
closely as possible the natural appearance of flsh “have 
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never been good sellersand that ‘‘the good selling items 
are those that depart quite widely from sinything found in 
nature^’ (3-23); that (2) successful competitors, such as 
Creek Chub, are-not handicapped in the least by absence 
of the mark from their baits which are equally effective for 
catching fish (M-50); and that (3) a host of markings of 
widely varying kinds (minus only the Heddon mark here 
in issue) are currently being applied to successful com¬ 
peting baits sold on the American market—see the 204 
colored displays in Exhibit G, pages 20-25. Appellee’s 
concern for protecting the public against a ‘‘monopoly” 
is without merit in view of facts and experience of many, 
many years which establish complete absence of any han¬ 
dicap to competitors due to non-user of the Heddon mark. 

Conditions of the present, which show no change from 
conditions of the past, are insufficient, in and of them¬ 
selves, to support any inference of change in the future. 
Appellee apparently recognizes this is so by his urging 
(Brief, p. 9) that in a case of doubt refusal to register would 
not occasion any great hardship, whereas a very real hard¬ 
ship would-result to others who might be excluded from 
use of the mark. As already noted, the mark is one that 
apparently no one wants, no hardship has been experienced 
anywhere during the many years of its exclusive use by 
Heddon, and increasing sales of competitive baits without 
the mark (M-50) negative any assumption of conjectural 
“hardship”. 

Appellee’s assertion that the mark is an essential part 
of the bait needs clarification As applied to the bait, it 
becomes a marking that is as permanent eis any of the re¬ 
maining exterior features. But that is all that can be said 
on the point of its essentiality. Its supposed meaning (if 
it has any, and we contend it has none) must confound! 
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everyone who finds it on the ontside of a bait box (Ex. F), 
then on the exterior of a bng bait (the Crazy Cj^awler) and 
of a fly lure (Ex. A, p. 11, 38, 39), and also oh a metallic 
spoon bait (Ex. J-10). No one could be so f<j>olish as to 
imagine any resemblance between a natural tiling and a 
spoon, or even a Crazy Crawler bait, and ^e question 
whether any amateur fisherman would also noj: reject the 
notion that the remaining baits are even exceedingly poor 
imitations of marine animals. If we be wrongj in this as¬ 
sumption, then certainly Heddon has made a very costly 
mistake ever since 1934 when it first adopted ai^d featured 
the mark in question because, according to its "^ice Presi¬ 
dent, baits which simulate as closely as possibly natural 
appearance of fish “have never been good sellers(3-23). 

As if to support its contention here, appelle^ cites the 
Heddon-South Bend decision (14 F. (2nd) 80, C|. C. A. 7), 
commenting that Heddon in that case sought “tjo simulate 


more perfectly the live minnow*’ (Brief, p. 12). | How per¬ 
tinent to the issue here may be the efforts of ipeddon in 
meeting a different situation of many years ago, j we do not 
know, but we do insist that appellee’s conclusion jthat “this 
idea that the simulation of a minnow made the |bait more 
attractive seems strangely at variance with thp position 
taken by the appellant in the present case” is ei^tirely un¬ 
warranted and unfair. It is enough to point oi^t that the 
Heddon-South Bend suit was based on a patent jthe appli¬ 
cation for which was filed in 1918; that the inventor was 
one Dills (of the Creek Chub Bait Co.), whose i<|ea it was 
to “simulate more perfectly the live minnow”; piat Hed¬ 
don, if it did subscribe to this same idea (withoutj qualifica¬ 
tion) in 1918, has definitely not entertained this sa^e notion 
for a long time past (3-23) although Cre^ Chub’s views 
apparently have not changed (Exhibit H, p. 2, $ and 8); 
and that any attempt to embarrass Heddon because of its 


once becoming a licensee under a patent whose inventor in 
1918 held to a general theory the same in principle as ac¬ 
cepted today by Creek Chub, but long since rejected by 
Heddon as the result of actual experience, is not “strangely 
at variance’^ with any position here taken by Heddon. 

In closing, it is well to remember that this-whole sub¬ 
ject is one in which speculation is rife. The very uncertain¬ 
ties of fishing as a sport account largely for its fascina¬ 
tion. It is said that the more experience one gains in fish¬ 
ing the less his readiness to admit any knowledge on the 
subject. The sport is not indulged in for commercial pur¬ 
poses. The extent of one^s catch may be entirely a second¬ 
ary consideration. To match one^s wits, and patience, and 
cunning against an unpredictable fish, while perhaps medi¬ 
tating on life in general, is probably a primary puriwse 
with most fishermen. Many a literary work has dealt with 
this phase of the subject. Even the amateur fisherman 
recognizes the preposterous, giddy and unrealistic appen¬ 
dages and ornaments of the baits to be just part of the 
sport’s trappings. In a realm so delightful and remote 
from the daily humdrum routine of life, countless theories 
are dreamed up to explain countless inexplicable things. 
From all the irreconcilable and unbelievable tales which 
inevitably arise concerning the behavior and habits of the 
fish who belong to a world apart, only one thing may we 
be sure of—and that is we must and will continue to spec¬ 
ulate. Every fisherman knows this is so, and in this same 
spirit weighs the merits of fishing tales and tackle, includ¬ 
ing the multiplicity of baits offered to him as well as the 
claims concerning them, advanced by the fishing fraternity 
at large—dealers, acquaintances and authors alike As in¬ 
dicative of the spirit which pervades this whole subject, 
the article “Some Colors Men Swear By” (Exhibit 14) 
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is a good example What counts, and the only thing that 
should count, is results. 

Insofar as possible, theories should give way] to facts in 
this case. Conjecture should not take the placb of exper¬ 
ience. It is largely because of the highly speculative nature 
of the subject matter involved, that we urge jcaution on 
the part of this court in its appraisal of the conisiderations 
here involved. When regard is had for the experience and 
facts, as developed herein by the record, we submit that 
any finding of supposed functionality or utility in the 
Heddon mark cannot be sustained. The mark, iis all good 
trade-marks should be, is attractive, and may be even be 
ornamental (depending upon how proportioneci, etc.). It 
is equally effective, i. e., nil, when applied to plate spoons, 
bug baits, fly lures and casting baits. Its presence is rec¬ 
ognized entirely as part of the panoply with ! which the 
sport of fishing is surrounded. Being a mark original with 
Heddon in this art which ‘^is perhaps almost coeval with 
our race’* (Elnight, Am erican Mechanical Dictionary), any 
suggestion that it can attract the fish, or even the fisher¬ 
man, should be received with utmost caution. In la pastime 
practiced now for thousands of years it is difficult to be¬ 
lieve that anyone, by a few brush strokes, could enhance 
in any degree the fish-getting qualities of a lure^ To sus¬ 
tain on such a ground rejection of the mark subijaitted for 
registration should require something more thap the ap¬ 
pellee’s unfounded suppositions in this case. j 

Eespectfully submitted, | 

Ephbaim Banning, i 

A. Yates Dowell, ! 

Attorneys for ApT^eUami, 


December 5,1944. 


